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No. 20863 


COMMISSIONER OF INTERNAL REVENUE, 
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OSCAR E. BAAN and EVELYN K. BAAN, 


Respondents 


ON PETITION FOR REVIEW OF THE DECISION OF THE TAX COURT 
OF THE UNITED STATES 


REPLY BRIEF FOR THE PETITIONER 


The Commissioner, in his "Specification Of Errors Relied Upon," 
asserted that the Tax Court erred in failing to hold that taxpayers 
"realized dividend income to the extent of the difference between the 
price which they paid for the Northwest stock, and the fair market value 
of such stock." (Br. 7.) In the subsequent development of the argument, 
the Commissioner contended both that taxpayers "realized a profit on the 
distribution of the rights which is taxable as a dividend" (Br. 8) and 
that "the profit resulting from the exercise of the rights" is taxable 
as a dividend (Br. 16). ‘The interchangeable use of the terms "distributi 


and "exercise" afforded taxpayers with an opportunity (fully exploited in 


Sues 
sheir brief) to argue that the Commissioner's position on this appeal 
is contrary to Palmer v. Commissioner, 302 U.S. 63, where the Supreme 
sourt concluded that (p. 71), "The mere issue of rights to subscribe 
und their receipt by stockholders is not a dividend.” (Emphasis supplied.) 
As the Tax Court correctly observed in its opinion (sR. 110): 


There is no serious question that, apart from 
certain specific provisions of the 1954 Code, the 
exercise of rights by Pacific's stockholders in the 
circumstances of this case would result in their 
receiving taxable dividends equal to the excess of 
the value of the Northwest stock over the subscription 
price. So much is clear from such decisions as Palmer 
v. Commissioner, 302 U.S. 63, and Choate v. Commissioner, 


129 F. 2d 684 (Cc.A. 2a). [Footnote omitted. 


In short, the case law (including Palmer) renders the distribution 


saxable, and the single question on this appeal is whether the simulated 
‘spin-off" here qualifies under the nonrecognition provisions of Section 
$55 and renders the distribution nontaxable. Accordingly, the dispute 
ver whether taxpayers received a dividend when the rights were issued 

or when they were exercised is mere scholasticism except as it bears upon 
she proper interpretation of the terms of Section 355. 

At pages 19-22 of the Commissioner's opening brief, it was pointed 
ut that Section 355(a)(1)(A) required Pacific to distribute "to a share- 
1iolder, with respect to its stock * * * solely stock or securities of a 
sorporation which it controls * * x," ‘It was stressed that all that 
acific distributed here “with respect to its stock" were transferable 
‘ights to purchase Northwest stock (for six rights and $16 per share) 
ind that such rights are not "stock or securities" under Helvering v. 
southwest Corp., 315 U.S. 194, and Section 1.355-1(a) of the Treasury 


tegulations on Income Tax (1954 Code). The Northwest stock itself was 
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not distributed to taxpayers "with respect to” their status as share- 
holders of Pacific but to anyone who came forward with six rights and 

$16. Seemingly barred from nonrecognition by the plain terms of Section 
355(a)(1)(A), it has been taxpayers' strategy to contend that the rights 
themselves should be disregarded entirely, that Pacific obviously did 
"distribute" something to its shareholders "with respect to" their 

stock and that the only something in sight is the stock of Northwest. 

In this manner, taxpayers hope to slide the transaction within the terms 
of Section 355(a)(1)(A), i.e., by hammering away (with their interpretatio: 
of Palmer ) at the proposition that the distribution of rights was a nullity; 
within the contemplation of the statute, until coupled with the physical 
distribution of Northwest stock, and that the latter step is the only 

one to be considered under the statute. 

Of course, a difficulty immediately confronting taxpayers in main- 
taining their position that the rights themselves should be ignored is 
the holding of the Tax Court that the Pacific shareholders who did not Vv 
receive Northwest stock but elected to sell their rights received a 
dividend distribution. (I-R. 125-127.) Pointing out the further 
difficulties inherent in that position is the sole purpose of this 
short reply brief. 

As a matter of logic and because the Supreme Court so stated in 
Palmer (p. 71), "The mere issue of rights to subscribe and their receipt 
by shareholders is not a dividend." (Emphasis supplied.) What happened 
in Palmer (unlike the facts in the case at bar) is that a corporation 
issued rights to its shareholders to acquire the stock of another 


corporation at a price which reflected the fair market value at the 


eee 
i/ 
date of issuance. Prior to the exercise of the rights, however, the 


value of the offered stock went up, and the question as stated by the 
Court was (pp. 70-71): 


* * * whether the commitment of Superpower * * * to 
the sale of United stock at its then fair market value 
and the ensuing distribution to stockholders is taken 
out of the category of sales and placed in that of 
dividends by the fact that, pending execution of the 
project, rights to subscribe sold on the exchange at 
substantial prices, or that the stock itself sold at 
prices substantially above the stipulated purchase 
price. 


Answering that question in the negative, the Supreme Court stated 
that (p. 73): 


It is decisive of the present case, so far as the 

first allotment of United shares is concerned, that 
distribution of corporate assets, effected by the 

sale, was not intended to be a means of distributing 
earnings, and that the price when fixed represented 

the fair market value of the property to be distributed. 


To be sure, the Supreme Court, by way of dictum, earlier (p. 71) 
had observed that the rights themselves were in the nature of options 
and that until they were exercised, no distribution of corporate assets 
or diminution of the corporation's net worth resulted in any practical 


sense. Significantly, however, in a later case (Commissioner v. LoBue, 


1/ Where a corporation intentionally sets a price on property (to be sold 
to its shareholders) which is below fair market value, as in the case at 
bar, the Supreme Court had this to say (Palmer, p. 69): 


On the other hand such a sale, if for substantially 
less than the value of the property sold, may be as effective 
a means of distributing profits among stockholders as the 
formal declaration of a dividend. The necessary consequence 
of the corporate action may be in substance the kind of a 
distribution to stockholders which it is the purpose of §115 
to tax as present income to stockholders, and such a transaction 
may appropriately be deemed in effect the declaration of a divi- 
dend, taxable to the extent that the value of the distributed 
property exceeds the stipulated price. * * * 


5S 
351 U.S. 243) the Supreme Court decided that an employee who received 
an option to acquire stock of his corporate employer (at a price below 
fair market value) should be taxed at the time the option was exercised 
(rather than at the time of issuance) solely because the option was not 
transferable. The majority opinion states (p. 249): 
It is of course possible for the recipient 

of a stock option to realize an immediate taxable 

gain. See Commissioner v. Smith, 324 U.S. 177, 

181-182. The option might have a readily ascer- 

tainable market value and the recipient might be 

free to sell his option. But this is not such a 

case. 

Two dissenting justices took the position that an immediate taxable 
gain took place upon the issuance of the options although they could not 
be sold and might never be exercised (pp. 250-252). 

Accordingly, it is far from clear that the dictum in Palmer (that 
there could be no distribution of corporate assets in a practical sense 
until the rights were exercised) survives what was later stated in LoBue. 
It should also be noted that in a subsequent application of Palmer, it 
was held that when rights are issued by a corporation to acquire stock 
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at a bargain price and those rights subsequently are issued; the dividend 
taxable to the shareholder is measured by the difference between (1) fair 
market value at the date of issuance and the option price or (2) by tke 
difference between fair market value at the date of exercise and the optic 
price, whichever is the lesser. Choate v. Commissioner, 129 F. 2d 684, 68 
(C.A. 24). The "distribution" to a shareholder under these circumstaaes 
is measured by (in that it cannot exceed) the spread between fair market 


value of the property at the date the rights are issued and the option 


price. 


ere 

Viewed in light of the foregoing, it is believed that when Pacific 
issued transferable rights to taxpayers to acquire Northwest stock at a 
bargain pula: these valuable rights became a charge on the assets of 
Pacific and there was a "distribution" to them at that time of earnings 
and profits of Pacific which was extinguishable only if they subsequently 
failed to exercise or sell the rights (both unrealistic alternatives) 
and reducible only by an intervening drop ‘in fair market value. 

Emphatically, however, it is not necessary for this Court to decide 
whether the issuance and receipt by taxpayers of rights to acquire Northwest 
stock was a taxable event under the circumstances of this case. It is 
sufficient for the purposes of this litigation, that, under no reasonable 
construction of the facts or of Section 355(a)(1)(A), can it be considered 


that all that happened here was a "distribution" te stock to 
2 
taxpayers "with respect to" their stock in Pacific. 


Respectfully submitted, 


RICHARD M. ROBERTS, 
Acting Assistant Attorney General. 


LEE A. JACKSON, 

GILBERT E. ANDREWS, . 

MARTIN T. GOLDBLUM, 
Attorneys, 


Department of Justice, 
DECEMBER, 1966. Washington, D.C. 20530. 
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2/The Tax Court was criticized in the Commissioner's opening brief (p. 20) f 


the conclusion that the stock of Northwest was "literally 'distributed' to 
petitioners [taxpayers], albeit for a consideration * * *,"  (I-R. 117.) 
Taxpayers, however, find this statement "squarely in accord" (Br. 23) with 
the statement in Palmer (p. 69) that "a sale of corporate assets to a stock- 
holder is, in a literal sense, a distribution of its property." What taxpay 
overlook is that the Tax Court's observation was in the context of a "distri 
bution" of Northwest stock to the shareholders of Pacific entirely "with res 
to" their stock in Pacific. (I-R. 117.) The dictum in Palmer is not addres 
to that question. Accordingly, the view that a distribution may be both "fo 
consideration" and a distribution "with respect to" stock is original with t+ 
Tax Court. 
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CERTIFICATE 
I certify that, in connection with the preparation of this reply 
brief, I have examined Rules 18, 19 and 39 of the United States Court 
of Appeals for the Ninth Circuit, and that, in my opinion, the foregoing 
reply brief is in full compliance with those rules. 


Dated: day of > 1966. 


Attorney 
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EVANS PRODUCTS COMPANY, 
Defendant-Appellant, 
vs. 


PRECO INCORPORATED, 
Plaintiff-Appellee. 


APPELLANT’S BRIEF 


JURISDICTIONAL STATEMENT 


This is an appeal from a final judgment entered by the 
District Court of the United States for the Southern Dis- 
trict of California, Central Division, relating to United 
States Patent No. 2,543,148 issued February 27, 1951 and 
owned by Defendant-Appellant, Evans Products Company 
(herein referred to as Evans). 


This action was brought for declaratory judgment in a 
controversy arising under the patent laws of the United 
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States and Evans counterclaimed for patent infringement. 
Jurisdiction of the District Court is founded on Sections 
1338 and 2201 of Title 28 of the United States Code. 'The 
pleadings showing the existence of jurisdiction are the 
Complaint for Declaratory Judgment Relief in connection 
with United States Patent No. 2,543,143, Defendant An- 
swer to Complaint and Defendant’s Counterclaim, and 
Plaintiff’s Reply to Counterclaimant’s Counterclaim (R. 
2-17).* The final judgment (R. 404) was entered January 
11, 1966 and Defendant’s notice of appeal (R. 406) was filed 
February 9, 1966 within the period authorized by Rule 
73(a) of the Federal Rules of Civil Procedure. This Court’s 
jurisdiction of this appeal is provided for in Section 1291 
of Title 28 of the United States Code. 


STATEMENT OF THE CASE 


A. The Issues 


Two basic issues are presented by this appeal. First, 
whether the District Court erred in holding the Wells et al 
United States Patent No. 2,543,143 to be invalid and sec- 
ond, whether it erred in holding that the Wells patent** 
has not heen infringed by the Appellee, Preco Incorporated. 


*The Transcript of Record filed with the clerk on this appeal is 
in three volumes. he Clerk’s Record in two volumes is reproduced in 
one volume and bears page markings 1 through 415. References to this 
Clerk’s Record appear in this brief as R. followed by the appropriate 
page number as (R. 1). Volume III is the reporter’s transcript in 14 
volumes and references to this reporter’s transciipt appear herein as 
TR, followed by the appropriate page number as (TR, 1). 


** The patent in suit in this case is Wells et al. No. 2,548,148 and 
will be referred to herein either as the Wells patent or simply the 
patent in suit. There is another Wells Patent No. 1,646,604 in the prior 
art. 
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The patent in suit covers a novel bulkhead or load divider 
installation for a transport vehicle such as a truck or rail- 
way boxear. 


The pivotal issue in this case is the issue of infringe- 
ment. This follows from the fact that the accused bulkhead 
constructions sold by Preeo are substantially identical to 
the bulkheads sold by Evans which have enjoyed a sub- 
stantial commercial success. If, as asserted by Iévans, the 
constructions of both parties embody the invention of the 
patent in suit, then not only is the issue of infringement 
resolved but in addition, the undisputed fact that the com- 
mercial constructions of both parties filled a long-felt need 
is one of those factors which weighs heavily in favor of a 
conclusion that the concept of the invention was unobvious. 
Graham et al v. John Deere Co., 383 U.S. 1; 15 L. Ed. 2d 
545, 556. 


An entirely fallacious non-infringement argument ad- 
vanced by Preco led the District Court not only into the 
error of holding that the accused bulkheads do not infringe, 
but by the same token led the Court to disregard the un- 
disputed evidence that the commercial constructions of 
both parties had filled a long-felt need, and to make the 
further irrelevant holding that the construction shown in 
the Wells patent had not been commercialized. (Finding 
No. 27, R. 394.) 


While there is no evidence of commercial use of the em- 
bodiment of the invention illustrated in the Wells patent, 
which is a cattle truck installation, the District Court evi- 
dently failed to appreciate the distinction between an in- 
vention, which can be embodied in many forms, and the 
particular embodiment selected by the inventor to illustrate 
his invention. Section 112 of the statute (35 U.S.C.) recog- 
nizes this distinction hy requiring that the application 
describe 
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“the best mode contemplated by the inventor of 
carrying out his invention”. 


Implicit in this language is the recognition that an invention 
ean be carrted ont in other modes. 


An invention can achieve commercial success and fill a 
long-felt need in embodiments other than that illustrated. 
While Wells et al evidently believed that the cattle truck 
embodiment was the best mode of carrying out the inven- 
tion, they did state that it could he used in boxears and the 
great commercial success of the invention proved to be in 
that field. 


The issue of infringement is thns at the very heart of 
the present appeal and once it is appreciated that the ac- 
eused devices are infringements of the patent in suit, it will 
be obvious that Evans’ product also embodies the invention 
of the patent in suit and that the patent has, in fact, filled 
a long-felt need and had a remarkable commercial success. 
These facts, when added to the conceded novelty of the 
Wells’ invention and the unchallengeable advantages which 
flow from its use, provide overwhelming support for the 
presumption of validity. 


B. The Controlling Facts Are Not In Dispute 


On the issue of infringement, there is no issue of fact. 
There is no disagreement as to what Preco’s accused struc- 
tures are or how they operate; and the specifications and 
claims of the patent contain no technical terms requiring 
expert elucidation. There is disagreement as to whether 
these accused constructions and the similar constructions 
sold hy Evans come within the scope of the claims of the 
patent in suit when they are properly construed and ap- 
plied. But this is a matter of law for determination by the 
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Court on the undisputed facts. (Hansen v. Colliver, 282 F. 
2d 66, 69 (C.A. 9) 1960). Also, the file wrapper estoppel 
argument presents a question of law for the Court rather 
than any disputed issue of fact. 


On the issue of validity the evidence adduced does not 
present any disputed fact question. The prior art upon 
which Preco relies consists entirely of United States pat- 
ents, all of which are in the Book of Prior Art Patents 
Relied Upon by the Plaintiff (PX 2) and are individually 
identified by the marks 2-A through 2-S. There is no dis- 
pute as to the construction or operation of the equipment 
disclosed in these patents. Both parties offered evidence 
showing the background of the patented invention and the 
jong-felt need for such permanent freight bracing equip- 
ment; and there is no dispute as to the commercial success 
of the constructions claimed by Evans to be within the 
scope of the claims of the patent in smit. 


That leaves only legal grounds of attack on the validity 
of the patent. Thus, the question of whether the structure 
of the Wells et al patent in suit is an aggregation, as dis- 
tinguished from patentable combination of old elements 
is a question of law for the Court (Great Atlantic & Pacific 
Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147, 95 
L. Ed. 162 (1951) and Continental Connector Corp. v. 
Houston Fearless Corp., 350 F. 2d 183, 191, (C.A. 9) 1965), 
as is the ‘‘ultimate’’ question of whether, in the hght of the 
established facts, what Wells et al did meets the standard 
of patentable invention required by law (Graham et al v. 
John Deere Co., 383 U.S. 1, 15 L. Ed. 2d 545, 556). 


C. The Nature and Advantages of the Patented Invention. 


The subject matter of the Wells patent (DX A)* is a 
permanently but adjustably mounted partition on bulkhead 
for dividing the cargo space in a transport vehicle and for 
retaining the goods to he transported in position in the 
eargo space. The embodiment of the invention illustrated 
and deseribed in the patent is mounted in a highway truck 
of the type which is utilized in transporting livestock, al- 
though the patentees recognized that the invention was of 
broader application, as is clear from the opening statement 
of the patent specification which reads as follows: 


“The present invention relates to the transporta- 
tion art and more particularly to trucks, railroad 
ears and the like, which are adapted for transport- 
ing merchandise therein and particularly livestock.” 


The devices sold by both parties are used in otherwise 
conventional railroad boxears to retain miscellaneous 
freight in position in the car. They are generally referred 
to as bulkheads, partitions, or load dividers. Their function 
is to retain freight in position against its tendency to move 
out of position when the freight car is bumped or other- 
wise jostled during transit and by retaining the freight in 
position, the bulkheads facilitate nnloading and prevent 
damage to the freight. For this purpose a very heavy and 
sturdy construction is required and a major problem in the 
art is to provide a permanent mounting for such a heavy 
unit, which would permit easy movement and adjustment 
to a wide variety of positions. 


* Kvans’ exhibits are referred to herein by the letters DX followed 
by the letter designation of the exhibit as (DX A) and Preco’s exhibits 
are referred to herein by the letters PX followed by the number desig- 
nation of the exhibit as (PX 1). 
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Referring to the patent in suit (DX A), its essential ele- 
ments and their mode of operation may be briefly described 
as foHows. As best shown in Figures 1 and 3, the vehicle 
body has side walls which are indicated generally by the 
numerals 18 and 20. The bulkhead or partition 40 ex- 
tends substantially the full width of the interior of the body 
when positioned transversely of the body, as illustrated in 
Figure 5 and is suspended by a connection 56 at the mid- 
point of its upper edge. The connection 56 not only suspends 
the bulkhead, but permits a pivotal movement of the sus- 
pended bulkhead about a vertical axis between a position 
in which it extends transversely of the vehicle body and a 
position in which it extends parallel to the side walls. The 
pivotal suspension 56 is carried by a trolley mechanism or 
bracket 54 which runs on a transverse bar 42 so that when 
the bulkhead is swung into a plane parallel to the side walls 
of the vehicle, it may be moved flat against a side wall, as 
shown in Figure 4. It will be noted that Figure 4 shows 
the bulkhead at the left-hand side of the vehicle body where 
it is out of the way during loading or unloading. It may, in 
the same manner, be moved over against the right-hand 
side, if desired. 


The transverse bar 42 may be moved along the length of 
the vehicle body in either direction, thus permitting the 
bulkhead, when in its transverse load retaining position 
shown in Figure 3, to be positioned at any point along the 
length of the body. Also, it will be appreciated that the 
bulkhead may be positioned at any point along either side 
wall of the body; one of which positions is shown in 
Figure 4. 


The bulkhead may be secured in any desired position 
transversely of the vehicle body by latching it directly to 
the side walls. This is achieved hy latch pins 80 which pro- 
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ject horizontally from the side edges of the bulkhead and 
which engage in appropriate openings 104 formed in the 
longitudinal bars 100 and 102 which are secured to the 
side walls. These latch pins 80 are normally urged into an 
outward or locking position by springs 94. Handles 92 and 
an associated linkage mechanism are provided for retract- 
ing the latch pins. 


The invention of the Wells et al patent in suit resides in 
a combination of elements which eco-act in a novel manner to 
produce a new and useful result not hitherto achieved by 
any prior bulkhead construction. The features of the inven- 
tion which distinguish it from the prior art and are respon- 
sible for its superior performance are the combination of a 
bulkhead suspended from a transverse bar in a ear body 
by a connection which is movable along the length of the 
bar and which provides for pivotal movement of the bulk- 
head about a vertical axis, with rails on which the ends of 
the bar are supported to permit movement of the trans- 
verse bar on the rails along the length of the ear body, 
and with means for latching the bulkhead to the ear body 
in a plurality of positions along the length of the ear 
body (TR. 570-71). 


This structure has a number of important funetions and 
advantages. First, it permits the suspension of the bulk- 
head from a point over its center gravity for movement 
while extending transversely of the car to any desired 
position of use along the length of the car, and also for 
movement out of the way parallel to and adjacent either 
wall of the car body at anv point along the length of the 
ear (TR. 571). This provides a universal adjustment of the 
bulkhead which is not found in any prior construction. 
Moreover, these movements are easily effected by a single 
workman nothwithstanding the fact that Evans’ embodi- 
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ments of the invention of the patent in suit weigh from 
seven or eight hundred pounds up to seventeen or eighteen 
hundred pounds (TR. $79). 


The novel combination of the patent in suit provides a 
permanently mounted bulkhead assembly of maximum flex- 
ibihty and ease of operation with minimum structural 
weight. 


The patent in suit has only three claims, all of which are 
involved in the present appeal. Claim 1 is most broadly 
directed to the combination above described. Claim 2 more 
specifically recites that the transverse bar is channel- 
shaped in cross section, with a partition supporting bracket 
movable in the channel. Claim 3 adds a recitation of latches 
resiliently urged toward latching position together with 
detailed operating means therefore. 


D. The Commercial Bulkheads of the Parties 


A general understanding of the equipment manufactured 
and sold by the parties to this suit can be obtained from a 
consideration of DX AG which is a brochure of Evans 
showing the construction, installation and operation of its 
DF-B equipment (TR. 156-57) and a consideration of the 
photographs DX AN 1-6 and the charts DX AE-1 and 2 
and AF* showing one of the several accused bulkheads 
designs manufactured and sold hy Preco and charged to 


* These charts are part of a group of charts DX Y to AF which are 
stipulated to correctly illustrate the accused constructions (except for 
a stipulated correction to the shape of the rails in Model BD-2 shown in 
DX AE-1 and 2 and AF), although Preco reserved the right to chal- 
lenge the numerals and words appearing on the charts (DX AR). 


For convenience of reference, conformed copies of DX AG, page 4, 
DX AN-2, DX AE-1 and DX AF are reproduced in the Appendix hereto. 
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infringe the Wells patent. It will be noted that in each the 
bulkheads are large strnetures which extend substantially 
the full width of the boxear and from the floor to a point 
adjacent the top of the side wall. Also, it will be noted that 
each bulkhead is supported at the center of its upper edge 
through a pivotal connection, by a earriage or trolley 
mounted on a transverse beam by roller means permitting 
the carriage or trolley to he moved along the transverse 
beam. The transverse beam in each of these constructions 
extends completely across the boxear and is supported at 
its opposite ends on rails extending longitudinally of the 
boxear by rollers which permit the transverse bean to 
be moved longitudinally of the hoxear. Hach bulkhead also 
ineludes lockpins at four spaced locations and engageable 
with latching strips fixed to the boxcar strueture for hold- 
ing the bulkhead in any of a plurality of freight bracing 
positions which are spaced longitudinally of the boxear and 
in each of which the bulkhead extends transversely of the 
boxear. These structures have all the essential features 
of the Wells patent. 


E. Background of Patented Invention—The Invention 
Filled a Long-Felt Need for Permanent Freight 
Bracing Equipment* 

The railroads have long been plagued with excessive dam- 
age claims based on the damage of freight resulting from 
the rough handling to which freight ears are subject (TR. 
469-471). One of the principal causes of damage is the se- 
vere bumping to which railroad freight ears are subjected 


* The facts set forth in this section are undisputed except that Preco 
denies that the constructions sold by both parties and which have filled 
the long-felt need embody the invention of the Wells patent. This fal- 
lacious argument is disposed of later in this brief. 
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during the make-up and break-down of trains in freight 
yards. It is the universal practice to bump ears together to 
effect a coupling, and in order to speed the make-up of 
trains, this is done at relatively high speed. Thus, a car may 
be run into a standing string of freight cars at speeds as 
high as 10, 12 or 15 miles per hour (TR. 468). The shock and 
stress placed on the freight under these circumstances is 
exceedingly high (TR. 466, 878). In addition to these stress- 
es, very similar shocks occur during sudden braking and 
starting operations when the slack between cars runs out or 
runs in and the accumulated slack provides a erack-the- 
whip effect (TR. 468). Also, freight trains in travelling at 
Ingh speeds are subjected to severe vertical vibrations (TR. 
939) and side-sway, which also tend to work freight loose 
from any means which may be provided to hold it in posi- 
tion. The combined effect of all of these factors makes it 
absolutely essential to provide means effective to hold the 
freight in position in the car during transport (TR. 466, 
469). 


In years past the usual practice was to provide heavy 
timbers which were nailed in place to the floor and walls of 
the boxear and which engaged the freight. This practice 
was so widespread that even today all freight ears are pro- 
vided with wooden floors and side walls to which freight 
bracing timbers may be nailed. Needless to say, the cost 
of such timbers, the labor involved in installing and remov- 
ing them, and the fact that they are alinost always thrown 
away at the end of a single trip, has very materially added 
to the expense of rail shipments (TR. 476). This cost and 
the continuing high incidence of freight damage has heen 
responsible for the loss of a great deal of rail freight busi- 
ness to the highway truckers (TR. 524, 558). 


The railroads and their equipment suppliers have been 
desperately searching for some better and more eecononiical 


way of bracing freight (TR. 474-484). Amig, who had life- 
long experience with The Pennsylvania Railroad, explained 
that freight damage, with which he had been concerned 
throughout most of his employment, was one of the most 
serious problems which the railroads have (TR. 471) aver- 
aging around eight million dollars each year to the Penn- 
sylvania Railroad alone. Beginning in the 1930’s the Penn- 
sylvania first developed loose bulkheads (TR. 474), then 
later the PD crosshar system with perforated steel hnings 
on the side walls (TR. 477). 


The Defendant, Evans Products Company, has been a 
leader in the development of permanent freight bracing 
equipment for use in railway freight cars. Its DF cross- 
har system (TR. 869) was qnite an improvement over the 
PD crossbar (TR. 477-8) and variations of the DF crossbar 
system were made by Evans (TR 871). These freight brae- 
ing crossbars are effective for the purpose but have the 
disadvantage that they are not permanently connected to 
the ear (TR. 478) and conld become lost. They are shown 
in DX AW, page 429, in the upper photograph. These cross- 
hars are heavy and difficult to handle and require con- 
siderable labor time in loading and unloading. 


It has been recognized for many years that it would be 
desirable to have a permanently mounted partition or bulk- 
head which would hold the freight in position and conld he 
moved easily to or from a desired freight bracing position 
in the car and also could be put into a position in which it 
would not interfere with the loading and unloading of 
freight. A number of patents have been granted on devices 
of this kind. DX AT is a collection of twenty-seven such 
patents dating from 1884. Also, Plaintiff’s Book of Prior 
Art Relied on by Preco (PX 2) inclndes thirteen other 
patents relating to bulkheads for railroad freight ears. 
Jtvans had developed some fifteen different versions of 


13 


bulkheads in an attempt to solve the problem prior to its 
DF-B bulkhead which embodies the invention of the Wells 
patent in suit (TR. 912). Preco’s counsel admitted in his 
opening statement (TR. 93) that the problem or need to 
which the patent in suit was directed had existed since 
1941. The record here shows that railroads and numerous 
inventors have been working on this problem for many 
years before that. Preco has shown that it recognized the 
need and was working on the development of load dividers 
for refrigerator cars as early as 1940 and 1941 (PX 42 
A-D, 48 A-C 44 A and B, TR. 425-7). 


Since the Wells et al type bulkhead construction was 
placed on the market by Evans Products Company in 1959, 
it achieved immediate and substantial commercial success. 
Evans’ bulkhead of this type has been marketed under the 
trademark DF-B and is shown in Evan’s brochure DX AG 
and in the photographs DX AO 1, 2 and 3. The sales have 
literally skyrocketed from $4,610.00 in 1959 to a total of 
over $22,129,100 by June 30, 1965 and the sales in the first 
half of 1965 were over $5,000,000 (TR. 164-166). The De- 
tailed DF-B Ownership List as of June 30, 1965 (DX A.J) 
shows that about forty-five different railroads and car leas- 
ing or operating companies owned over 13,000 car sets of 
this DF-B equipment as of June 30, 1965. 


In addition to the large volume of sales by Evans of 
equipment embodying the invention of the Wells et al pat- 
ent in suit, three of Evans’ competitors have paid the pat- 
ent in suit the compliment of marketing bulkheads embody- 
ing its essential features and the sales of these competitors 
further demonstrate the commercial success of the patent 
in suit in the solution of this problem of long standing in 
the railroad freight transport industry. One of these com- 
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petitors is Unareo Industries, Ine. of Chicago, Hlinois, 
against which a final consent judgment of validity and 
infringement has been entered (DX AL) and whieh has 
taken a license (DX AIX) providing for the payment of 
royalties of $25.00 per car set, and providing for other 
considerations for the right to use the invention of the 
Wells et al patent here in suit. The other considerations 
refer to the granting to Evans of a royalty-free license 
under another patent which expires in 1979, and upon 
which Unareo had brought suit against Evans, and the 
payment of $5,000 to Evans by Unareo. Another of these 
competitors 1s the present Plaintiff, Preco Incorporated, 
and the third is Transco, Inc. against which a suit for in- 
fringement of the Wells et al patent here in suit is pending 
in the District Court for the Southern Division of Illinois 
(TR. 828-30). This adoption by the freight bracing equip- 
ment industry of the essential features of the Wells et al 
patent in suit in place of other types of equipment pre- 
viously made by them is strong evidence that the invention 
of the patent in suit was not obvious to those trying to 
fill the long-felt need for such freight bracing equipiment. 


F. The Accused Structures 


There is no dispute as to the nature of the aceused strue- 
tures or their mode of operation. Preco has admittedly 
made and sold fowr designs of bulkhead installations which 
Evans charges are infringements of the patent in suit. 
These are designated by Preco as its Models BD-6, BD-2, 
BC-4 and BC-3. Each of these four models manufactured 
and sold by Preco is charged to infringe all three claims 
of the patent in suit. Model BD-6 is shown in the photo- 
graphs DX AN 1 to 6 and the three other models are shown 
in the charts DX AA to AF, inclusive. 
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In addition, Preco filed an interrogatory (PX 35—No. 
17) which stated that a fifth design, Model BH-2, had heen 
made by Preco and asked whether Evans considered it to 
be an infringement. Evans replied in the affirmative (PX 
36—No. 17). It later developed that Model BH-2 (which 
is shown in charts DX Y and Z) was experimental, had 
never been installed in a freight car and had never been 
sold (TR. 247 and DX AQ Interrogatory 17 and Answer). 
In view of the facts, it is believed that Model BE-2 is of 
little importance and does not justify the Court’s time in 
considering and passing upon it. The findings and conclu- 
sions regarding it should be vacated on the ground that it 
is de minimis. 


1) Models BD-6 and BD-2—Full Width Bulkheads 


These two bulkheads for the present purposes are sub- 
stantially the same (TR. 130) witha single exception which 
will he pointed out later and accordingly, the following de- 
scription of Model BD-2 as shown in the charts DX AE-1*, 
and AK-2 and AF* and explained by witnesses, may be 
considered applicable to both. 


The bulkhead or partition 40 is suspended from a trans- 
verse bar 42 which is channel-shaped as shown in eross 
section in the lower left-hand view of DX AF and which is 
supported at its opposite ends by rollers 48 which roll along 
rails or tracks 32 and 34 which are formed of two angles 
welded together to form a C-shaped cross section which 


*For convenience of reference, conformed copies of DX AN-2, 
DX AE-1 and DX AF are reproduced in the Appendix hereto. 
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extends the full length of the ear.* In the Model BD-6 
these rails are mounted directly on the side walls (Finding 
of Fact No. 33, R. 396), as best shown in the photograph 
DX AN-6 and as admitted by Preco (TR. 130, 248), where- 
as in the Model BD-2 the rails are bolted to a ceiling truss 
which extends across the ear and is supported on the side 
walls (TR. 233, 237, 1101). Thus, the only difference in these 
Models BD-6 and BD-2 is in the way the rails are mounted 
(TR 130) and this difference boils down to the manner in 
which the rails are supported on the side walls. In Model 
BD-6 they are supported on the side walls by brackets 
which are welded to the rail and the side wall posts. In 
Model BD-2 they are supported on the side walls by ceiling 
trusses which are bolted to the rails and rest on the side 
walls. 


The bulkhead 40 is snspended from the transverse har 42 
by a bracket or hanger 54 which is provided with rollers 62 
which roll along the transverse bar 42 and the bracket 54 
carries a vertical axis pivot pin 52 which suspends the bulk- 
head over its center of gravity so that the bulkhead may 
be rotated about this vertical axis from a position trans- 
verse with respect to the car to a position longitudinal with 
respect to the car. The bulkhead may be moved transversely 
of the ear by moving the bracket 54 along the transverse 
bar 42. 


The bulkhead 40 is provided with lockpins 80 at each 
corner which move vertically and engage in openings 10M 
which are fixed with reference to the body of the ear, to 
lock the bulkhead in position independently of the trans- 
verse bar 42. The openings engaged by the upper locking 
pins 80 are formed in horizontal flanges comprising the 
lower parts of the rails 32 and 34 which constitute the sup- 
porting tracks for the transverse har 42. 


*The charts DX AE-1, AE-2 and AF incorrectly illustrate the 
upper arm or flange of the C section as interrupted. It is stipulated 
(DX AR) that the charts are to be considered corrected to show that 
the upper angle of the rail also extends the full length of the car. 
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The foregoing deseription of the Preco Models BD-6 and 
BD-2 is equally applicable to the Evans DF-B bulkhead 
equipment which vans claims embodies the invention of 
the patent in suit and which Evans has marketed since 
1959 (TR. 164-5). In the Evans DF-B bulkhead equipment, 
which is illustrated in the Evans’ brochure DX AG (TR. 
157), the rails, as in the Preeo Model BD-6, are secured 
directly to the side walls (TR. 484). 


From a comparison of Preco’s Models BD-6 and BD-2 
with the essential features of the patent in suit, it will be 
seen that these models incorporate all of these essential 
features and embody the improvement in the art tanght by 
the patent in suit. Thus, each of these models (BD-6 and 
BD-2) employs a bulkhead suspended from a transverse 
bar in a vehicle body by a connection which is movable 
along the length of the bar and which provides for pivotal 
movement of the bulkhead about a vertical axis. Hach also 
includes rails on which the ends of the bar are supported 
to permit movement of the transverse bar on the rails 
along the length of the vehicle body. And finally, each of 
Models BD-6 and BD-2 has means for latching the bulk- 
head to the vehicle body in a plurality of positions along 
the length of the vehicle. 


The Evans construction, as well as the accused Preco 
constructions, embody a feature known as a ‘‘timing shaft”’ 
or a “squaring shaft’? which is not found in the Wells pat- 
ent and which has been seized npon by Preco to create 
confusion respecting the question of infringement, and 
which, therefore, should be described briefly. The function 
of this device is to keep the transverse beam or bar 42 at 
right angles to the side walls as it moves along the length 
of the car. The provision of such means is necessary when 
a bulkhead is mounted in a boxear because in such an in- 
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stallation the transverse beam is too high to reach and thus 
will tend to eock because it cannot he guided by hand. In a 
highway truck installation such as that chosen as the illus- 
trative embodiment of the invention in the Wells patent, 
no such means is required (TR. 804-806). 


The means to prevent cocking utilized by both parties in 
their commercial constructions is an old expedient in the 
bulkhead art* namely, to connect the wheels at the opposite 
ends of the transverse bar by a shaft so that the wheels 
are compelled to rotate in unison. Teeth are provided on 
the wheels and mesh with openings in the supporting tracks 
to prevent slipping. This arrangement insures that one 
end of the transverse bar cannot move longitudinally of 
the car in advance of the other. 


This connecting shaft, which is called a squaring shaft or 
a timing shaft, has nothing to do with the invention of the 
patent in suit. While the provision of some means to pre- 
vent cocking is desirable even in a truck installation, and 
probably necessary when an installation is made in a box- 
ear, they are known expedients in the art available for use 
when desired. 


2) Accused Model BC-3 


This model, which is illustrated in the charts DX AA 
and DX AB,** differs from the previously diseussed Model 
BD-2 primarily in that it is a half-width bulkhead whieh 
is used in pairs to span the width of the boxear. It also 
employs a track which is L-shape in cross section as dis- 


*See the patent to Moriarity 1,388,819 of 1921 (PX 2-D) and TR. 
588-590 and 607-8. 


** For convenience of reference, a conformed copy of DX AB is re- 
produced in the Appendix hereto. 
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tinguished from the C section tracks of Models BD-2 and 
BD-6, and it has a modified design of transverse bar 42 
which is tubular and the supporting bracket 54 embraces 
the bar which represents a mere reversal of parts as com- 
pared with the strueture of the Wells patent. 


3) Accused Model BC-4 


Model BC-4 is illustrated in the charts DX AC* and AD. 
It is similar to the BC-4 model in that it is a half-width 
bulkhead and the tracks are L-shape in cross section rather 
than C-shape as specified in Claims 2 and 3. However, it is 
more nearly like the Wells patent in other respects than 
is Model BC-3. Thus, Preeco has admitted that the trans- 
verse bar 42 of Model BC-4 satisfies the terms of the claims 
of the patent in suit (TR. 1229). 


4) Model BE-2 


Mode} BE-2 is shown in illustrations DX Y and Z. This 
is the model which was experimental, was never installed in 
a freight car and has never been sold (TR. 247 and DX 
AQ Interrogatory 17 and answer). It is generally similar to 
the Model BC-3 except that the transverse bar 42 is fixed to 
the supporting rollers and rotates with the rollers. 


* For convenience of reference, a conformed copy of DX AC is re- 
produced in the Appendix hereto. 


SPECIFICATION OF ERRORS 


Evans relies on all of the errors of the District Court 
set forth in the statement of Points Upon Which Appellant 
Intends to Rely filed in this case (R. 409-13), but in the 
interest of brevity, the gist of those errors may be stated 
as follows: 


(a) The Court erred in restricting the Wells pat- 
ent to the illustrated embodiment of the invention and 
in giving the claim language an artificially restricted 
interpretation to support a holding of non-infringe- 
ment, 


(b) The Court, when comparing the language of the 
Wells patent claims with the accused constructions, 
erred in applying to the timing shaft of certain of the 
accused constructions the claim language calling for a 
transverse ‘‘bar’’ and using that misapplication of the 
claim to support a holding of non-infringement, when, 
in fact, the accused constructions incorporated another 
element which had the structural and functional char- 
acteristics of the “bar’’ specified in the claims. 


(c) The Court erred in concluding that the ac- 
cused structures avoided infringement because they in- 
eorporated features in addition to the combination of 
elements claimed by Wells when those added features 
did not change or impair the function and co-aetion of 
the claimed elements. 


(d) The Court erred in concluding that the file 
wrapper of a subsequent patent obtained by Evans 
covering improvements over the Wells construction 
that are incorporated in some of Iivans’ commercial 
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constructions contained admissions by Evans support- 
ing Preeo’s contentions regarding differences between 
the acensed load dividers and the structure of the pat- 
ent in suit. 


(e) The Court erred in failing to hold that the 
Wells invention filled a long-felt need and achieved 
substantial commercial success. 


(f) The Court erred in coneluding that because 
elements like those specified in the claims of the Wells 
patent were found separately in the prior art where 
each functioned alone as it did in the Wells combina- 
tion, that the combination claimed was an unpatentable 
aggregation of old elements, when in fact, they eo-act to 
produce a useful result not hitherto achieved in the 
prior art. 


(g) The Court erred in concluding that it would 
have been obvious at the time the Wells invention was 
made to conceive the combination of elements claimed 
in the patent. 


(h) The Court erred in failing to hold that the 
Wells patent is valid and is infringed by each of the 
aceused constructions. 


SUMMARY OF ARGUMENT 


The errors of the District Court are errors of law rather 
than fact since there are no disputed facts bearing on the 
questions of infringement and validity. 


It is not disputed that the combination of elements dis- 
closed and claimed in the Wells patent is novel. No one 
prior to Wells suspended a bulkhead by a vertical axis 
swivel from a trolley that was movable along the length 
of a transverse bar, which in turn was supported at its 
ends on longitudinal tracks so that it could move along the 
length of the transport vehicle or box car while supporting 
the bulkhead. That combination of elements in conjunction 
with means for locking the bulkhead to the vehicle body at 
any point along the length of the car provides a universally 
adjustable bulkhead which not only can be locked in load 
retaining position at any point along the length of the 
vehicle body, hut can be stowed out of the way against a 
side wall at any point along the length of the body during 
loading and unloading and ¢can easily and safely be ope- 
rated by one man, even though it weighs well over a thou- 
sand pounds. No prior art so funetioned or produced that 
result. 


It is not disputed that the commercial ‘‘DF-B’’ bulk- 
heads sold by Evans and the accused bulkheads sold by 
Preco have all of the above-stated features of the Wells 
patent combination. 


It is not disputed that there has been a long felt need 
for a practical permanently mounted bulkhead in railroad 
box cars, and it is not disputed that Evans commereial 
‘*DF-B’’ bulkhead and the accused bulkheads have filled 
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that need and achieved remarkable commercial success, 
superseding all prior designs—none of which was widely 
used. There is no dispute as to the structure or mode of 
operation of either the Evans “DF-B” bulkhead or any of 
the accused bulkheads, the nature of which is disclosed in 
photographs and stipulated pictorial charts. And there is 
no dispute as to the existence, nature or mode of operation 
of the prior art relied upon by Preco, all of which is re- 
presented by prior patents. 


The pivotal error of the District Court resides in an 
error of construction of the Wells patent claims which led 
to the conclusion that there was no infringement. This 
means, of course, that the Evans commercial bulkheads 
were also outside the scope of the Wells patent because 
they are substantially identical to accused Preeco Model 
BD-2. That left the Wells patent in the category of a paper 
patent which was not entitled to the benefit of the fact that 
the substantially identical commercial constructions of the 
parties had filled a long left need. This is crucial in view 
of the recent decision of the Supreme Court in Graham v. 
dgokmmeDeere Co., 3838 U.S. 1; 15 In Ed. 2, 345, 556,«whieh 
reaffirms the well established principle that where an inven- 
tion fills a long felt need, there is a presumption that its 
conception was not obvious, since otherwise the need would 
have been filled promptly. Decisions of this Court applving 
this principle include Kaakinen v. Peelers Co., 301 F. 2d 
170 (1962); Twentter’s Research Inc. v. Hollister Ine., 319 
FF, 2d 898, 902 (1963); Pursche v. Atlas Scraper & En- 
gineering Co., 300 F. 2d 467, 474 (1961); Neff Instrument 
Corp. v. Cohu Electronics Inc., 298 F. 2d 82, 87 (1961); 
Hayes Spray Gun Co. v. E. C. Brown Co., 291 F. 2d 319, 
e22 (1961); Stearns v. Tomker € Rasor, 220 F. 2d 49, 58 
(1955) ; Pointer v. Six Wheel Corp., 177 F. 2d 153 (1949). 
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It is well settled that the construction of the claims of a 
patent, like that of any written instrument, is a question of 
law for the Court, Hansen v. Colliver, 282 F. 2d 66 (1960). 
In that case, this Court also held that (p. 69): 


“since the facts are not in dispute the question 
of infringement resolves itself into one of law, de- 
pending on a comparison between the patent claim 
in issue and the accused device, and the correct ap- 
plication thereto of the law of equivalency.” (citing 
cases) 


Jn this case the District Court violated several principles 
of law in its construction of the claims of the Wells patent. 
First, it made an improper comparison of the claims with 
the accused structures by applying the term “‘har’’ of the 
claims to the timing shaft rather than the bar marked 42 
on the charts which illustrate the accused structures. Sec- 
ondly, the District Court read unexpressed limitatiens into 
the claims, in effect, limiting the patent without justifica- 
tion to the specific embodiment of the invention disclosed 
by the patentees. This violates the principle that the ques- 
tion of infringement inust be determined in the first in- 
stance by the language of the claim as distinguished from 
the illustrative embodiment of the invention disclosed. Neff 
Instrument Corp v. Cohu Electronics Inc., 298 F. 2d 82, 8S, 
C.A. 9, 1961, and Graver Tank d& Mfg. Co. uv. Linde Atr 
Products Co., 339 U.S. 605, 607, 94 L. Ed. 1097, 101m 
also violated the principle stated in the above decisions 
that it is improper to give a patent claim a construction so 
limited that the principles of the invention may be enjoyed 
without liability by anyone except one who copies every 
literal detail. And the District Court’s ‘“‘hypereritical read- 
ing of the claims’’ in this case was a clear violation of this 
Court’s ruling in Pursche v. Atlas Scraper & Engineering 
Co., 300 F. 2d 467 (1961), which involved a closely analo- 
gous fact situation. 


25 


The Distriet Court also erred in failing to recognize and 
apply the principle that one cannot avoid infringement by 
incorporating improvements in his construction so long as 
he continues to employ the patented invention, even though 
these improvements may themselves be patentable. T’emco 
Tieciane Motors Co. v. Apco Mfg. Co., 275 U.S. 319, 328, 72 
L. Ed. 298, 302; Neff Instrument Corp. v. Cohu Electronics 
Inc., supra, and Hayes Spray Gun Co. v. E..C. Brown Co., 
291 F. 2d 319, C.A. 9, 1961. Moreover, in this case there is 
no evidence that any improvements were incorporated in 
the aceused bulkhead installations. The timing shaft fea- 
ture, of the accused constructions, which was not found in 
the Wells combination, was known in the art before the 
Wells patent, as shown by the patent to Moriarity 1388819 
of 1921, PX 2-D. Accordingly, at the date of the Wells pat- 
ent it was in the public domain, and available to anyone for 
nse when desired. Since it is an adjunct rather than a snb- 
stitute for any part of the Wells combination, its presence 
or absence has no hearing on the qnestion of infringement. 


If the claims of the patent are properly construed, they 
read fairly upon the Evans DF-B bulkhead and also the ac- 
cused constructions without the need for recourse to the 
doctrine of equivalents, except possibly in the case of ac- 
cused Model BC-3 which embodies a reversal of parts over 
the strueture specified in claims 2 and 3. Thus, claims 2 
and 3 eall for a channel-shaped transverse bar 42 with the 
bulkhead support movably mounted “in” the channel, and 
the Model BC-3 has a tubular transverse bar with the bulk- 
head support movably mounted on the outside of the bar. 
However, such reversals of parts do not avoid infringement 
where, as here, they do not change the function or result. 
Oxnard Canners v. Bradley, 194 ¥. 2d 654, 658, C.A. 9, 1952. 
In any case, the question is academic in view of the fact that 
claim 1 is broad enough to cover either version. 
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The Patent Statute 35 USC 282 provides that: 


“A patent shall be presumed valid. The burden 
of establishing invalidity of a patent shall rest on a 
party asserting it.” 


Preco has sought to sustain its burden by proof that ele- 
ments sitnilar to those of the Wells patent combination may 
be found separately in the prior art. No evidence was 
adduced that can be said to suggest that they might be 
combined as taught by Wells; and no prior art is cited in 
which elements of any kind coact to produce the results 
achieved by the patented combination. 


This tvpe of attack on a patent is a familiar one since it 
ean be made against any and all patents on mechanical 
devices. It can prevail only if it fairly supports a conclusion 
that the invention fails to meet the requirements of Section 
103 of title 35 USC, which was recently sustained by the 
IIe 


Supreme Court as ‘‘a codification of judicial precedents 
That section provides: 


“A patent may not be obtained though the inven- 
tion is not identically disclosed or described as set 
forth in section 102 of this title, if the differences 
between the subject matter sought to be patented 
and the prior art are such that the subject matter as 
a whole would have been obvious at the time the in- 
vention was made to a person having ordinary skill 
in the art to which said subject matter pertains.” 


But the question of “obvionsness’’ under Section 103 is 
a question of law to be resolved in the light of the facts, 
which in this case stand uncontroverted. See the Graham 
ease* and this Court’s decision in Elrick Rim Co. v. Reading 
Tire Machinery 'Co., 264 F. 2d 481, note 7 at 486 (1959). 


*Graham v. John Deere Co. of Kansas City, 883 U.S. 1, 15 L. Ed. 
2d 545, 556. 
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In concluding that the Wells invention was obvious, the 
District Court made an error of law hecause it disregarded 
the well established principle that the validity of a patent 
on a new coinbination of elements cannot he attacked by 
piecing together clements found in a plurality of different 
prior combinations using the teachings of the patent in 
suit as a guide. Goodyear Tire and Rubber Co. v. Ray-O- 
Weeeeo., 321 U.S. 275, 279, 88 L. Kd. 721, 724; Nattoval 
Sponge Cushion Co. v. Rubber Corp. of Cal., C.A. 9, 286 F. 
2d 731, 735; The Troy Co. v. Products Research Co., 339 
F. 2d 364, 366, C.A. 9, 1964; No-Jomt Concrete Pipe Co. v. 
Hanson, 344 F. 2d 18, 14, C.A. 9, 1965; Pursehe v. Atlas 
Scraper & Engimeering Co., 300 F. 2d 467, 478, C.A. 9, 1962; 
Neff Instrument Corp. v. Cohn Electronics Inc., 298 F. 2d 
62, 6/, C.A. 9; Ry-Loci: Co. Lid. v. Sears Roebuck & Co., 227 
F. 2d 615, 618 (C.A. 9); Coleman Co. v. Holly Mfg. Co., 233 
i 2d 71, 78, C.A. 951956; Powhier v. Sia Wheel Corp., 177 F. 
2d 153, 160 C.A. 9, 1949; Payne Furnace & Supply Co. v. 
Waliams-Wallace Co., 117 F. 2d 823, 826, C.A. 9, 1941. 


The District Court also made an error of law in failing 
to give the Wells patent the benefit of the fact that it filled 
a long felt need. The importance of this factor in weighing 
the question of obviousness can hardly be exaggerated in 
view of the recent decision of the Supreme Court in the 
Graham case and the cases in this Cireuit cited above at 
page 25. 


Finally, the District Court erred in holding that the most 
pertinent prior art was cited in the Patent Office. Preco has 
offered no art disclosing the claimed combination. Not one 
prior patent discloses a swivel inounted on the trolley of a 
traveling transverse bar or beam let alone such a combina- 
tion used as a suspension for a bulkhead. The best Preco 
ean say is that the prior art relied upon shows that elements 
similar to those utilized in the Wells combination are found 
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separately in the prior art. But this was established by 
the prior art cited by the Patent Office. 


The undisputed facts require a conclusion as a matter 
of law that the Wells patent is valid and has been infringed 
by the acensed bulkhead constructions of Preco. 


ARGUMENT 


I. Infringement 
A. In General 


As ean be seen from the previous descriptions of the 
Wells invention and the several accused constructions, the 
latter clearly embody every essential feature of the inven- 
tion. Their structure is essentially the same as that of the 
patent and they function in the same way to produce the 
same result. This is enough to establish infringement with- 
out regard to specific claim language. However, as pointed 
out below, the claims are fairly applicable to the accnsed 
Strieture: 


B. Preco Models BD-6 and BD-2 


1. The Claims Read in Terms Upon Preco Models 
BD-6 and BD-2 


The typed statements on claim charts (DX AZ-1, 2 and 
5)* which set forth the gist of the testimony of Evans’ 


*These claim charts were originally attached to Evans’ trial 
brief but during the trial the Preco expert, Chestnut, wrote the word 
“No” in red on the statements with which he disagreed (TR. 1099-1104, 
1113-1120, 1145-46). By agreement, these charts were then received in 
evidence as DX AZ-1, 2 and 8 to illustrate the positions of the parties 
(TR. 1233-1286 and 1243-44), and they are referred to for that purpose 
in the District Court’s findings. For convenience of reference, con- 
formed copies of these claim charts DX AZ-1, 2 and 3 are reproduced 
in the Appendix hereto. 


29 


expert witness Nickerson (Tr. 600-666) clearly show how 
{he langnage of the three claims of the patent in swt, which 
is set out under column one, reads on the structure dis- 
closed in the patent in suit (see column 2). In colmmn 
three these charts show how the claim language reads, m 
the same sense, on the accused Model BD-2, which is illus- 
trated in the charts DX AE-1, AKE-2 and AF. This third 
column is equally applicable to Model BD-G6, and in fact, 
the clause (ec) of Claim 1 and (d) of Claims 2 and 3 find 
an even more direct response in Model BD-6 where the 
rails are admittedly mounted directly on and carried by 
the side walls (TR. 180, 248). 


2. The District Court was Misled by Preco’s Gross 
Misapplication of the Claim Language 


Preeco has sought to evade the consequences of the clear 
readability of these claims on the aecused devices by in- 
tentionally misapplying the elaims to the accused struc- 
tures and by entirely distorting the claims. This has been 
done by intentionally selecting the wrong part of the ae- 
eused structure on which to read a eritical part of the 
claim. Specifically, the language “bar” of Claim 1 or “trans- 
verse bar, channel-shape in cross section’’ of Claims 2 and 3 
is said by Preco to refer to the timing shaft, whereas it 
should be applied to the transverse bar 42 of the accused 
structures (TR. 1103, 1104, 1118, 1121). 


3. Claim 1 


If the transverse channel shaped member 42 in the aec- 
eused Model BD-2 (DX AE-1, AHi-2 and AF) is considered 
the “har” specified in the clause of ‘Claim 1, which is desig- 
nated (g) in claim chart AZ-1, as it obviously should, 
then the remainder of the claim is clearly applicable to the 
accused Model BD-2. However, Preco’s expert witness 
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Chestnut, by misapplving the term “bar” to the timing 
shaft of the aceused construction instead of the trans- 
verse bar 42, had no difficulty in finding that other lan- 
guage of the claim did not fit. Thus, he testified that the 
clause in Claim 1 which is designated (j) in the claim 
chart and which specifies a pivotal connection between the 
partition and the “bar” was not readable because the ac- 
eused construction lacked a pivotal connection to the tim- 
ing shaft (TR. 1115-16), although it obviously had such a 
connection to the transvers bar 42. Similarly, he testified 
that the clause (k) which ealls for means slidably mount- 
ing the pivotal connection on the bar was lacking because 
the corresponding means in the accused construction did 
not slidably mount the pivotal connection on the timing 
Shaft (TR. 1117), although it obvionsly did so mount the 
connection on the transverse bar 42. This ridiculous house 
of cards collapses in its entirety if the term “bar” is ap- 
plied to the channel shaped member 42 of the accused con- 
struction. 


It is difficult to see how the District Court could have 
been deluded by such transparent artifice. This is partien- 
larly so sinee Chestnut’s house of cards was bmilt on the 
premise that the “bar” of the claim had to be applied to 
the timing shaft of the accused device, and vet at the same 
time he testified that it could not be applied to the tim- 
ing shaft becanse the timing shaft was not “shdably 
mounted on the rails” as required of the “bar” specified in 
the claim (TR. 1103-4), although it is not disputed that the 
transverse bar 42 of the accused construction is ‘‘shdably 
mounted on the rails’’ (TR. 1104, 1177, 1226-27, 1229-30, 
aoe 


The sole ground on which Chestnut justified his refusal 
to apply the term “bar” to the member 42 of the accused 
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Model BD-2 was that it was not “supported by the rails” 
(TR. 1228-9). This is an obvious error, since the entire 
weight of the transverse bar 42 and the associated bulk- 
head of the accused Model BD-2 rests on the rails through 
the supporting wheels or rollers 48. The transverse hars 
42 of both the Wells patent and the accused Model BD-2 
are supported on the rails by rollers mounted at the ends 
of the har. The only difference between them is that the 
accused Model BD-2 the supporting rollers are connected 
by a shaft (the “timing shaft”) so that they will rotate in 
unison. It was Chestnut’s theory that the channel-shaped 
har 42 of the aceused BD-2 construction was supported on 
the timing shaft on which the supporting rollers 48 are 
mounted rather than on the rails, but since the timing shaft 
is admittedly supported on the rails (TR. 1104), the rails 
necessarily support everything mounted on the timing 
shaft, including the transverse bar 42. 


It is submitted that the entire testimony of Preco’s ex- 
pert Chestnut, is completely discredited by this patently 
fallacious testunony. Moreover, the fact that Preco con- 
tinued to urge this position is a measure of the lengths to 
which it feels it must go to escape a Judgment of infringe- 
ment. Finally, the fact that the District Court adopted 
wholesale this distorted view (Finding No. 32, R. 395) indi- 
eates a failure on the part of the District Court to under- 
stand the relatively simple mechanisms involved in this 
ease. 


Preco seeks to escape the reading of other clauses of 
Claim 1 on Model BD-2 by a hypercritical reading of the 
claim. Clause (d) recites a row of detents carried by at 
least one of the walls and clause (e) recites oppositely dis- 
posed rails carried by said walls. The contention of Preco 
that these clauses do not read on Model BD-2 is based solely 
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ou the assertion that the rails and detents are not “carried 
by the walls” (TR. 1245). This contention is not applicable 
to the Model BD-6 for there the rails are admittedly 
mounted directly on the side wall posts (TR. 180, 248) and 
therefore, the rails as well as the row of detents formed 
therein are clearly carried by the walls. 


The Model BD-2 differs from the Model BD-6 only in 
that rails 32 and 34, rather than being secured to the side 
walls by brackets welded to the side wall posts, are secured 
to the side wall structure through horizontal ceiling trusses 
to which they are bolted and the ends of which are support- 
ed on a longitudinally extending wood beam which is se- 
cured to the eave plate or side plate, which is the top of the 
side wall at the junction between the side wall and the roof 
(KXonrad TR. 233). The weight of the track, which is bolted 
to the truss, is carried by the side wall construction (Xon- 
rad TR. 237). As explained by Mr. Amig, who was deeply 
involved with freight car construction throughout a life- 
time with The Pennsylvania Railroad, the side wall of a 
boxear or refrigerator car consists of the side sill at the 
bottom, the posts, the outside sheets, the lining and the 
top side plate (TR. 493-4). 


The claim language here under consideration requires 
only that the rails and a row of detents be “carried by” the 
walls and does not require connection directly to the side 
wall with no intermediate parts. Even Preco reeognizes 
that this language reads on Model BD-6 although there 
the rail is connected to the side wall post through the parts 
best shown in the photograph DX AN-6 which was taken 
after these connecting parts had been chalked to better 
show in the photograph. Clearly, it makes no difference 
whether the rails are connected to the side wall through 
these connecting parts or as in Model BD-2 through a truss 
which is connected to and earried by the side wall. 


Do 


This very type of hypercritical reading of the claims was 
rejected by this Court in Pursche v. Atlas Scraper &: En- 
gineering Co., 300 F. 2d 467 (1962). The patent there in- 
volved related to a plow and it was argued that two of the 
claims were misdescriptive because they described the lift 
means for raising and lowering the plow share carrier as 
“connected with the cross member” of the plow frame, 
whereas the drawing showed the lift means attached to the 
side members of the frame. This Court stated, pages 478-9: 


“We think the argument is not only patently tenu- 
ous but requires a hvpercritical reading of the 
claims. If by ‘lift means’ Pursche meant the device 
that serves to raise the carrier rather than the mode 
of performing the raismg and lowering function, 
nevertheless the ‘Hft means’ are attached to the side 
members of the frame of the plow and these side 
members in turn are attached to the cross-member 
designated in the two claims. Although the ‘lifting 
means’ are not directly connected to the cross-mem- 
ber they are joined to it by that intermediate con- 
nection, and are therefore ‘connected with the cross 
member’, 


“Moreover, as a legal proposition the argument 
is hkewise unsound; every embodiment of an in- 
vention need not be deseribed in the specifications 
nor illustrated by the drawings in a patent so long 
as the form of the device is not the principle of the 
invention. 


“«Tt is enough if the invention be described to- 
gether with that mode which 1s conceived to be the 
best for putting it into practical use; and where 
that has been done, the patent is not confined to 
the precise mode outlined.’ Chicago Pneumatic 
Tool Co. v. Hughes Tool Co., 9% F. 2d 945,946 
(10th Cir. 1938); see also, Cameron Iron Works 
Gamonetoil, 242 We 2d 17, 20 (ath Cir. 1957). 
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“Conversely stated, the claims need not set out 
the exact same structures as are shown in the draw- 
ing or deseribed in the specifications so long as the 
differences between them do not encompass the in- 
vention itself. 


“The essential features of the invention are stated 


whether the ‘lifting means’ is directly or remotely 
connected to the cross-memtbher.” 


This same argument, that the detents are not carried by 
the side wall, is the sole basis for the denial that clause (1) 
of Claim 1 reads on the Model BD-2 (TR. 1252) and ac- 
cordingly, this denial also is unwarranted. 


The only remaining clauses of Claim 1 (as shown on the 
chart DX AZ-1) which Preeo contends do not read on 
Model BD-2 are clauses (f) )and (h). The contention with 
respect to clause (f) is that the rails are not located 
above the upper row of detents. Mr. Chesnut, the expert 
witness for Preco admitted that it didn’t make any dif- 
ference how close the upper row of detents was to the rail 
(TR 1222). In the Model BD-2 construction the support- 
ing function of the rails 32 and 34 is performed by the 
upper surface of a horizontal flange at the bottom of the 
rail. The row of detents is in this hottom flange, the holes 
thereof extending downwardly from and therefore are 
helow the supporting surface of the rail. It is respectfully 
submitted that, having in mind the principle of claim in- 
terpretation that it is the duty of the Court to construe 
the claims so as to give effect to the grant rather than to 
destroy it, clause (f) may be fairly read on Model BD-2. 


Clause (h) recites that the rails are construeted for 
guiding the movement of the transverse har Jongitudinally 
of the rails. In both the patent in suit and in the accused 
Model BD-2 the rails guide the transverse bar during such 
movement by restraining it to movement in a horizontal 
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plane, which is done by providing a horizontal planar sur- 
face on each rail which supports one end of the transverse 
bar during such movement. Preeo’s expert, Mr. Chestnut, 
in testifying regarding the prior art Dixon patent (PX 
2-N) stated that keeping the bar in a horizontal level 
plane is a guiding funetion and he further admitted that 
the claims don’t specify any particular guiding function 
(TR. 1181). Also, in both the patent in suit and in Model 
BD-2 the rail co-operates with the transverse har and 
guides it to restrain movement of the transverse bar trans- 
versely of the track. Preeo’s witness, Mr. Peemer, who 
was chief engineer and vice president in charge of engi- 
neering during the development of the accused devices, ad- 
mitted that the rail co-operates wtih the sprockets to pre- 
vent slippage of the transverse bar, both longitudinally of 
the rail and transversely of the rail (TR. 443). This tes- 
tomony of Messrs. Chestnut and Beemer confirms that of 
Tiyvans’ expert Mr. Nickerson, leaving the evidence undis- 
puted that in the aceused Model BD-2, the rails are con- 
structed for guiding the movement of the transverse bar 
along the length of the rails. 


The decision of this Court in Hansen v. Colliver, 282 F. 
2d 66 (1960) is particularly pertinent here. The patent 
there related to means for interchanging the cores in wire 
ropes and the claim recited a stationary support having 
a guide through which the rope is drawn. While the guide 
disclosed in the patent there in suit was tubular, the table 
top guide in the device there accused was held to be an 
equivalent. In so holding, the court pointed out that the 
guide mentioned in the claim is not amplified therein, its 
form and shape is not specified; and that the general state- 
ment of the invention makes no specific reference either 


to the guide sleeve or to its form. The Court stated, pages 
68-69. 
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“Claim 1 does not deseribe that the rope shall he 
guided by any particular means or that the guide 
be of any prescribed shape or form. It appears to 
us that the limitation of claim 1 by the trial court 
to a tubular or enclosed guide is contrary to the well 
established rule of construction that a broad claim 
will not be construed to contain limitations expres- 
sed in the more narrow claims. Smith v. Snow 
(9D) e204 US a *” 


“In our view the proper construction of claim 1 
requires a ‘guide’ but does not require.a guide of 
any specified shape or form or that the rope shall be 
gcuided by any particular means. While we are in- 
clined to disagree with the view of the district court 
that the table top of appellees’ device is not a guide 
and therefore does not literally infringe appellant’s 
patent, we are wholly satisfied that the undisputed 
facts compel the application to this case of the doec- 
trine of equivalents. The doctrine is applicable if the 
accused device performs substantially the same fune- 
tion in substantially the same way to obtain the 
same result as that claimed for the patented device, 
Sanitary Refrigeration Co. v. Winters (1929), 280 
U.S. 30, 42, 3 USPQ 40, 44; Graver Mfg. Co. v. 
Linde Co., (1950), 339 US. 605, 85 USPQ, 32555 


These arguments by Preeo adopted by the District Court 
amount to limiting the claims to the specific embodiment 
shown in the patent in suit. Since this is neither required 
by the claim language nor required to avoid the prior art, 
this is clearly improper. This is clearly stated by the Snu- 
preme Court in Smith v. Snow, 294 U.S. 1, 11, 79 L. Ed. 721, 


“We may take it that, as the statute requires, the 
specifications just detailed show a way of using the 
inventor’s method, and that he conceived that par- 
ticular way deseribed was the best one. But he is 
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not confined to that particular mode of use since 
the claims of the patent, not its specifications, mea- 
sure the invention.” 


This rnle was applied by this Court in Hayes Spray Gun 
Convene CeproitmeCo., 291 B. 2d 319, 32657 (C.A. 9) 1061. 


It will thus be seen that when Claim 1 is properly con- 
strued it clearly reads npon and is infringed by the econ- 
struction of the aceused Model BD-2 and that a fortiori the 
same is true of Model BD-6. The District Court not only 
accepted these fallacious argunents by Preco, but it blindly 
adopted Finding of Fact 32 submitted by Preeo which in- 
eluded, along with the above discussed clauses (d), (e), (f), 
(¢), (hn), (j), Cx) and (1), clause (i) and by so doing the 
Court found as a fact that Preco’s Model BD-2 does not in- 
elude “a partition member”. The contentions of Preco 
never went this far and this is clearly error. 


Accordingly, there is no basis whatever for the District 
Court’s adoption of the Preco denials that the language of 
Claim 1 is applicable to accused Models BD-2 and BD-6 
and therefore, these models clearly infringe Claim 1. 


4. Claim 2 


What has been said above with reference to Claim 1 is 
also generally applicable to Preco’s contention that Claim 
2 does not read on the accused Model BD-2, all of which 
were adpoted by the District Court. Specifically, when 
clause (e) (referring to the claim chart DX AZ-2) is prop- 
erly construed as reading on the transverse bar 42 rather 
than the timing shaft, the basis for Preco’s denial that 
clanses (e), (f), (h), (i) and (j) read on Model BD-2, 
vanishes. 


The clauses of Claim 2 which remain to he considered 
are clause (¢) which recites that the tracks are C-shape in 
cross section, clanse (ad) which adds that they are carried 
by the upper parts of the side walls, and clause (k) relat- 
ing to the locking means. 


With respect to clause (c), the rails or tracks 32 and 
5+ in Model BD-2 are formed of two full length angles (see 
stipulation DX AR) which are welded together to form a 
C-shape. Accordingly, there is no basis whatever for a 
denial that the accused Model BD-2 has ‘‘tracks, C-shape 
in cross section”. 


In this connection the chart DX AZ-2 states in the third 
column with reference to the tracks of Model BD-2, that 
they are L-shape in cross section. This is the error that 
was corrected by the stipulation DX AR. 


The rails are carried by the upper parts of the side walls 
as called for in clause (d), as pointed ont above in consid- 
ering clause (e) of Claim 1. 


Clause (k) specifies that the locking means are “on an 
edge” of the partition and ‘‘engage a side wall of the ve- 
hicle body.’’? In the Wells patent structure the locking 
means are bolts or pins 80 which engage in holes in bars 
100 and 102 which are not normal parts of the side wall but 
are secured to the usual stake truck side wall. The locking 
pins SO at the top edge of the Model BD-2 bulkhead engage 
the lower flange of the tracks 32 and 34 which are fixed 
with respect to and are carried by the side walls 18 and 
20 and it is believed that this is the full equivalent of the 
locking means recited in clause (k) positioned to engage a 
side wall. Claim 2 thus clearly reads on Model BD-2 and 
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therefore, also on Model BD-G. In addition, the locking 
pins SO at the bottom of the Model BD-2 bulkhead engage 
floor detents positioned adjacent the side walls. This is an 
obvious equivalent of an engagement with the wall. 


Accordingly, there is no basis whatever for the District 
Court’s adoption of the Preco denials that the langnage of 
Claim 2 is applicable to accused Model BD-2 and BD-6 and 
therefore, those models clearly infringe Claim 2. 


5. Claim 3 


Referring to the claim chart DX AZ-3, here, again, when 
clause (e) is read on the transverse bar 42 it is seen that 
there is no longer any basis for Preco’s denial that clauses 
(e), (1) and (j) read on the Model BD-2, and yet again, 
all of Preco’s denials were adopted by the District Court. 
Also, as in the case of Claim 2, when it is considered that 
the tracks are two angles welded together, and it is appre- 
elated that both angles are continnous (stipnlated in DX 
AQ), it is apparent that the tracks are clearly C-shaped. 
There is, thus, no proper basis for Vreco denying that 
clause (c) reads upon Model BD-2 and since this denial was 
the basis for denial with respect to clanse (f), (TR. 1254- 
5D), there is clearly no proper basis for that denial. 


The denial with respect to clause (k) is based on Preco’s 
claim that its latch bolts are not mounted in side edges. 
The claim clearly is not limited to side edge mounting, 
saying broadly, ‘‘latch bolts slidably mounted in the edges”. 
This clause reads directly on Model BD-2 and in any event, 
latch bolts at the corners are the full equivalent of latch 
holts m the side edges. Accordingly, the denial with respect 
to clause (k) is improper and it clearly reads on Model 
BD-2, 
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The denial by Preco that clauses (1), (m), (n) and (0) 
read on Model BD-2 is based on the denial that clause (I) 
reads on Model BD-2 and a bare assertion that the strue- 
tures are different (TR. 1122, 1123, 1255-7), and each of 
these denials is therefore also improper in view of the fact 
that they do have in common the features specified in the 
claim. The difference, for example, of having one handle 
in place of the two of the patent in suit does not avoid in- 
fringement. This is clearly stated in No-Joint Concrete 
Pipe Co. v. Hanson, 344 F. 2d 13 (C.A. 9) 1965, at page 
15, 

“A substantial body of law recognizes that in- 
fringement is not avoided by making into one part 
that which has been shown as two. (citing cases).” 


Clause (d) of Claim 3 relates to the tracks being carried 
hy the side walls and Preeo’s denial that this clause reads 
on Model BD-2 is clearly wrong for the reasons stated at 
length in considering Claim 1, clause (e). 


Accordingly, there is no basis whatever for the court’s 
adoption of the denials by Preco that Claim 3 reads on the 
Models BD-2 and BD-6 and therefore, Model BD-2 and 
Model BD-6 clearly infringe Claim 3. 


By these arguments Preco led the Distriet Court into 
clear error in its findings and conclusions regarding in- 
fringement. 


When the claims are properly construed and applied, the 
following language from Intricate Metal Products Ine. v. 
Schneider 324 F. 2d 555 (C.A. 9) 1963, is also applicable 
here, page 559, 

“Tf, in any minor respect it may be said that the 


elements of the aceused device differ from those of 
the claims, nevertheless the two devices are so sub- 
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stantially identical in funetion, method, and result 
that the doctrine of equivalents clearly applies in 
favor of the appellees.” 


6. The Errors of the District Court as to Infringe- 
ment Are Errors of Law 


From the foregoing it is clear that the District Court 
has improperly construed the patent claims by limiting 
them to the specific embodiment of the invention illustrated 
and deseribed in the patent. This is clearly an error of 
law. Hansen v. Colliver, C.A. 9 (1960) 282 F. 2d 66. 


In making this error the District Court was blinded by 
the differences between the embodiment illustrated and de- 
scribed in the Wells patent and the commercial structures 
of the parties, and failed to recognize that these structures 
have filled a long-felt need and achieved commercial sue- 
eess because common to all of them is the new combination 
of elements claimed in the Wells patent. 


The differences which exist between Preco’s Model BD-2 
and its Model BD-6, on the one hand, and the embodiment 
of the Wells e¢ al. invention disclosed in the Wells e¢ al. 
patent in suit, either are differences which result from em- 
hodying the Wells et al invention in bulkhead equipment 
for use in a railroad freight ear, which was contemplated 
by Wells et al, as poited out above and in the s}ecifiea- 
tion of the patent in suit (DX A column 1, lines 1-5), or 
are differences which result from the addition of improve- 
ments. In either event, the differences do not avoid in- 
fringement. It is an elementary principle of patent law 
that it is the claims of a patent which are infringed and 
that the scope of a patent claim is determined in the first 
instance by the language of the claim. Neff Instrument 
Corporation v. Cohw Electronics Inc., 298 F. 2d 82, 88 
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(C.A. 9—1961); Graver Tank & Mfg. Co. v. Linde Air 
Products Co., 339 U.S. 605, 607, 94 LL. Ed. 1097, 1101. 
The above mentioned differences between the Models BD-2 
and BD-6 and the embodiment of the Wells et al invention 
disclosed in the Wells et al patent do not in any way pre- 
vent a clear reading of the claims of the Wells ct al patent 
upon Models BD-2 and BD-6 and therefore, in no way nega- 
tives infringement. 


It also appears that the District Court felt that the ineor- 
poration in the commercial structures of improvements 
over the basic Wells construction reflected adversely on 
the Wells patent. The reverse is true. It is only the most 
useful inventions that prompt the tribute of improvement 
hy subsequent inventors. It would be safe to guess that 
thousands of patents have been granted covering improve- 
ments in the basic telephone invention of Alexander Gra- 
ham Bell and yet our present highly refined telephone sys- 
tem employs Bell’s invention and would infringe his pat- 
ent if it were not expired. 


It is a well settled principle of patent law that one who 
employs all of the features of a patented invention does 
not avoid infringement by reason of the fact that he has 
improved the invention or added other features te it. This 
was stated by the Supreme Court in T’emco Electric Motor 
Co. v. Apco™Mfg. Co., 275 US. 319, 328, 72 L. Ed) 20s mate 


“Tt is well established that an improver ean not 
appropriate the basic patent of another and that the 
improver withont a license is an infringer and may 
be sned as such. * * * 


“* * * We must consider that the Storrie patent 
was really an appropriation of the original design 
of the Thompson patent, whether it be as we think 
it was, a patentable improvement thereon, or the 
mere equivalent of the easing and hanger.” 
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This principle was followed by this Court in Neff Instri- 
ment Corp v. Cohu Electronics Inc., supra, at page 89; 
Hayes Spray Gun Co. v. F.C. Brown Company, 291 F. 2d 
319, 326 (C.A. 9—1961). Thus, for example, infringement 
is not avoided by the addition in the Preco Models BD-2 
and BD-6 of the timing shaft feature, which is also em 
ployed in the Evans DF-B bulkhead equipment which has 
heen on the market since 1959 and which embodies the in- 
vention of the Wells et al patent in snit. While the addition 
of this feature prevents the transverse bar from becoming 
eocked by one end advancing along the car ahead of the 
other, and while this is desirable when the Wells et al in- 
vention is embodied in a bulkhead for installation in a rail- 
road boxear, it in no way avoids infringement. Similarly, 
neither the addition in Preco’s Models BD-2 and BD-6 of 
the feature of supporting the bulkhead directly on the 
floor through shoulders on the lower locking pins when the 
bulkhead is in locked position, to relieve the load on the 
transverse bar, nor the addition of the feature enabling the 
locking of the bulkhead when it is positioned against the 
side wall, in any way avoids infringement. 


The contentions of Preco that there are differences 
which negative infringement are typical of the contentions 
eommonly made by infringers who usually can point to 
differences. As stated by the Supreme Court in Graver 
Tank Co. v. Linde Air Products Co., supra, at 339 U.S., 
pp. 607-608, 


“But courts have also recognized that to permit 
imitation of a patented invention which does not 
copy every literal detail would be to convert the 
protection of the patent grant into a hollow and use- 
less thing. Such a limitation would leave room for 
—indeed encourage—the unscrnpulous copyist to 
make nnimportant and insubstantial changes and 
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substitutions in the patent which, though adding 
nothing, would be enough to take the copied matter 
outside the claim, and hence outside the reach of law. 
One who seeks to pirate an invention, hke one who 
seeks to pirate a copyrighted book or play, may be 
expected to introduce minor variations to conceal 
and shelter the piracy. Outright and forthright 
duplication is a dull and very rare type of infringe- 
ment. To prohibit no other would place the inventor 
at the mercy of verbalism and would be subordinat- 
ing substance to form. It would deprive him of the 
benefit of his invention and would foster conceal- 
ment rather than disclosure of inventions, which is 
one of the prnary purposes of the patent system. 


“The doctrine of equivalents evolved in response 
to this experience. The essence of the doctrine is 
that one may not practice a fraud on a patent.” 


The District Court found (Finding No. 42, R. 399) that 
the contentions of Preco regarding the differences between 
the accused structures and the embodiment of the Wells et 
al patent shown therein, were supported by the admissions 
in the file wrapper (PX 59) of Evans’ Patent No. 3,209,707. 
The statements to which attention was directed during the 
cross examination of Mr. Moorhead all appear in arguments 
of counsel to the effect that the claims presented therein 
are improvements over the prior art, including the Wells 
et al patent here in suit. Clearly, the arguments that the 
structure of Patent No. 3,209,707 involves nnprovements 
over the teaching of the Wells et al patent are in no way 
an admission that the structure of 5,209,707, or any of the 
accused structures, does not employ the invention of and is 
not an infringement of the Wells et al patent. Even the 
granting of Patent No. 3,209,707, while it results in a pre- 
sumption that the invention claimed therein is valid, does 
not give rise to any presumption that the structure thereof 
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does not infringe the Wells patent in suit. Pursche v. Atlas 
Seraper & Engineering Co., 300 F. 2d 467, 482 n. 18, 
(C.A. 9). The claims in support of which these arguments 
were made were directed to details not shown in the Wells 
et al patent, but the structure disclosed in 3,209,707 clearly 
embodies the invention of and infringes the Wells et al 
patent. 


It is believed that this Finding No. 42 was clearly er- 
roneous hoth because the arguments in no way indicate that 
the accused structures do not infringe the Wells et al patent 
and because in any event, this type of thing is not a proper 
adnission against interest and should properly have been 
excluded as was done in Catalin Corp. of America v. Cata- 
lazuls Mfg. Co., 79 F. 2d 593 (C.A. 2) 1935, where the court 
stated, page 597, 


“There remains only the judge’s refusal to admit 
in evidence a patent to one, Pantke, owned by the 
plaintiff, but issued later than the patent in suit. 
During its prosecution the solicitor made declara- 
tions which the defendant wished to use as admis- 
sions against interest, thus entangling the patent in 
suit not only in all that that solicitor might say who 
secured it, but in whatever another solicitor might 
say in securing another patent for the same client. 
Certainly it is an answer to this that such declara- 
tions should not charge the patentee at all. When 
an inventor retains a solicitor, the solicitor’s decla- 
rations no donbt do charge him when relevant, so 
far as concerns the issuance of that patent; his re- 
taimer implies that that solicitor may in reason do 
what he thinks best to secure it. With equal cer- 
tainty it does not imply a hke authority to affect a 
patent already granted even to the same inventor. 
The solicitor has no warrant for assuming that to 
secure the new patent his client would wish to throw 
doubt upon the validity of the first, or to limit its 
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scope. The judge was therefore right so far as any 
declarations in the file wrapper of the Pantke pat- 
ent went.” 


7. There is No File Wrapper Estoppel 


This is not a proper case for the application of the prin- 
ciple of file wrapper estoppel. Preco argued and the District 
Court held that by virtue of the amendment of Claim 1 of 
the patent in suit, cancelling the word ‘‘movable” and sub- 
stituting ‘‘slidahly mounted on said rails’’, Claim 1 is 
Ihnnited by the principle of file wrapper estoppel to a struc- 
ture in which the transverse bar is slidable and cannot be 
construed to cover a transverse rotatable bar. At the outset, 
it should be noted that even assuming this holding to be cor- 
rect, it has no application to the question of infringement 
of Claim 1 by Models BD-6, BD-2, BC-3 and BC-4 when 
clause (g) of Claim 1 (see 1D AZ-1) is properly construed, 
as pointed out above, to read on the transverse bar 42 
rather than the timing shaft, for in each of these models 
the transverse bar 42 does not rotate. It is not disputed 
that bar 42 is slidably mounted (see p. 30). 


Only in Model BE-2, which was never sold or put in a 
freight car, as pointed out above, does the transverse bar 
42 rotate. While it is believed that this model should be dis- 
posed of as controlled by the de minimis doctrine, if the 
Court chooses to pass on the merits of the infringement hy 
this model, it is submitted the holding of the District Court 
of file wrapper estoppel is clearly erroneous. The doctrine 
of file wrapper estoppel dictates that one whose claim is re- 
jected on prior art and who amends his claim to distinguish 
over such prior art, eannot after issuance of his patent 
give his claim as amended, a construction which would 
read on the prior art over which he sought to distinguish 
by amendment. In the present case Claim 1 was rejected 
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(eS Lj page 15) on Laffey No. 1,522,784 (PX 2-K), the 
examiner stating that the bar 14 which is shown in Figure 
1 of Laffey as extending across the ear and having its ends 
embedded in the side walls, could be moved to any desired 
position along the side walls and secured thereto. By this 
the examiner meant that the bar 14 could he disconnected 
from the walls to which it appears to be secured in fixed 
position and carried by hand or otherwise to a new location. 
Evans cannot now, after the amendment of Claim 1 to 
distinguish from Laffey, give this amended language of 
Claim 1 a construction which would read on Laffey, but 
no further limited construction is required by the doctrine 
of file wrapper estoppel. The language “slidably mounted 
on said rails” to distinguish from Laffey need be no more 
limited than to mean supported while moving on said rails, 
the construction given to this language by Nickerson (TR. 
606). There is nothing in the rejection on Laffey which 
justifies limiting the construction of this language to a 
transverse bar which does not rotate. Therefore, Finding 
No. 41, that it should be so limited is entirely unfounded 
and clearly erroneous, even as to the Model BEH-2 econ- 
struction. 


C. Accused Model BC-3 


Since most of the claim language is applicable to Model 
BC-3 in the same manner as to the Model BD-2 previonsly 
discussed, the following comments are limited to those re- 
spects in which there is any difference. 


The fact that the bulkhead is only half-width docs not 
change its structural character or mode of operation. The 
claims of the patent may he applied to one of the half-width 
bulkheads. While this means that the tracks and detents at 
one side edge of the bulkhead are spaced from ithe side 
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walls, they are nonetheless carried by the side walls through 
the ceiling trusses. 


Whereas the rails or tracks in the BD-2 Model were 
truly ‘‘C-shape in eross section’, as required by Innita- 
tion (ce) of Claims 2 and 3, those in Model BC-3 are more 
accurately described as L-shape in cross section since the 
upper horizontal leg is not continuous but consists of a 
series of spaced angle brackets. This is an immaterial 
difference in form since it has no bearing on the function 
of the track. Moreover, the difference in form is slight. As 
pointed out in the testimony of Nickerson, the l-shape track 
performs all of the functions of a C-shape track in sub- 
stantially the same manner (TR. 623-4 and 688) and can be 
considered a crude form of C. There is nothing in the prior 
art to require a narrow linitation of this expression. In 
fact, there is no novelty in the C-shape track since it is 
found in the prior patent to Harris, No. 1,825,452, PX 2-J. 


Accordingly, to construe limitation (c) of Claims 2 and 3 
so narrowly as to find no infringement based on a dif- 
ference between the form of the track in the Model BC-3 
and that of the Wells patent was clear error. That same 
error extends to the holding that limitation (f) in Claim 3 
is not applicable to the BC-3 Model, because the sole basis on 
which that limitation was alleged to fail to read on the 
Model BC-3 was that that model lacked a C-shape track 
(TR. 1254-5). It would also extend to the similar holding 
as to limitation (f) of Claim 2, for which there is no sup- 
porting testimony other than the bare unexplained entry 
of the word ‘‘No”’ on the chart, DX AZ-2. 


In Model BC-3 the transverse bar 42 is tubular and the 
supporting bracket embraces the transverse har. This is a 
snnple reversal of parts from the construction shown in 
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the patent in which the channel-shaped transverse bar em- 
braces the supporting bracket 54. Claim 1 is broad enough 
m terms to cover this aspect of the Model BC-3 construc- 
tion, but Claims 2 and 3 specify (e) that the transverse bar 
is channel-shape in cross section and (i) that means are 
provided for movably mounting the bracket “in the bar’’. 
There is nonetheless, infringement of Claims 2 and 3 also 
because it is well established that a mere reversal of parts 
does not avoid infringement. See Oxnard Canners v. Brad- 
ley, 194 F. 2d 655 (C.A. 9, 1952) where this Court stated, 
page 658, 
‘The transposition of parts of a machine does 
not avert infringement, where the parts changed 


continue to perform the same respective functions 
after the change as before.” 


Preco does not pretend that the reversal of parts in this 
instance resulted in any change in function. 


D. Accused Model BC-4 


This model is another half-width bulkhead but Preco ad- 
mits that the transverse bar 42 of Model BC-4 satisfies 
the terms of the claims of the Wells patent (TR. 1229). 
Preeo, accordingly, admits, as shown by the absence of 
miioes on UN AX-1 that clauses (¢), (j) and (k) of 
Claim 1 read on Model BC-4. Similarly, Preco adinits, as 
shown by the absence of ‘‘Noes’’ on DX AZ-2, that clauses 
(e), (h), (i) and (j) of Claim 2 read on Model BC-4. 


Consistent with the above, the District Court in Finding 
No. 39 did not include limitations (e), (h) and (1) of Claim 
3 among those which covered features ‘‘not found in 
plaintiff's C-4 model”. 
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However, the Court erroneously included limitation (j) 
of Claim 3 in the list of those covering features not found 
in the BC-4 model. This clause ealls for a swivel joint sus- 
pending the partition from the bar 42. While Chestnut 
had aplied a ‘‘No”’ to this clause, in the BC-4 column of 
DX AZ-3, he testified that his basis for domg so was his 
theory that the transverse har of the claim had to be the 
timing shaft (TR. 1255). Actually, he had previously testi- 
fied that the “transverse bar’’ specified in all claims was 
fully satisfied by the channel-shaped har 42 of Model BC-4 
(TR. 1229) and he had not applied a ‘‘No”’ to the corres- 
ponding limitations (j) in Claims 1 and 2 on the claim 
charts DX AZ-1 and DX AZ-2 in the BC-4 column. It thus 
appears that the District Court has adopted an obvious 
mistake of the witness. 


E. Model BE-2 


Model BE-2 is shown in illustrations DX Y and Z. This is 
the model which was experimental, was never installed im 
a freight car and had never been sold (TR. 247 and DX 
AQ Interrogatory 17 and answer). There is no evidence 
of anv intention to sell or use this or any similar construe- 
tion. Accordmgly, it is not believed to be of sufficient im- 
portance to justify the Court's time in considering and 
ruling upon it. As pointed out above, the doctrine of de 
minimis is applicable here and the findings and conclusions 
relating to this model should be vacated on that ground. 
This model was apparently made after the other models 
(TR. 246-47). All of the circumstances suggest that it is a 
red herring created for purposes of this lawsuit. If this 
he true, it does not represent a genuine controversy between 
the parties. 
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If, however, the Court should prefer to pass on the merits 
as to this model, it is submitted that it clearly infringes 
Claim 1 as pointed out on the claim chart DX AZ-1, and 
mae Finding No. 37 that clanses (d), (e), (f), (¢), (), 
(k) and (1) are not found in Model BE-2 is clearly erro- 
neous. These clauses, except for the omission of clause (}) 
are the same ones dealt with in considering the infringe- 
ment of Claim 1 by Model BD-2 and BC-4 and the same 
reasoning is applicahle here to show that these clauses 
read on Model BE-2. It should be further pointed out that 
in this model the rollers which support the transverse bar 
on the rail are fixed to the bar and the entire transverse 
bar rotates with the rollers. As pointed out in detail under 
the heading ‘‘There is No File Wrapper Estoppel’’, this is 
not inconsistent with the ends of the bar being slidably 
mounted on the rails in the sense in which this is used in 
Claim 1. 


II. Validity 
A. The Indicia of Invention 


The undisputed facts, as reviewed earlier herein, demon- 
strate bevond any question that a very serions need existed 
over a long period of time for improved equipment for 
bracing freight in freight cars. This need is convincingly 
demonstrated by the claims against the railroads for dam- 
age to freight which ran into many millions of dollars 
every vear (TR. 471). The undisputed faets further show 
that the railroads and the suppliers were working on this 
problem for many years (TR. 474 484) and that many pat- 
ents have been granted on bulkhead equipment directed to 
this problem (PX 2, AT). Both of the parties to this case 
worked for many vears on this problem and in particular, 
on the development of bulkhead equipment for railroad ears 
(TR. 425-7, 912). 
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The undisputed facts also show that when Evans brought 
out its first bulkhead embodying the invention of the pat- 
ent in suit, which it designated its DF-B equipment, it met 
with an immediate and remarkable commercial suecess (TR. 
164-66, DX AJ). Also, in addition to the large sales by 
Fivans, the commercial success is further demonstrated hy 
Preco’s sales of the aecused bulkheads and by the license 
under the patent in suit taken by Unareo Industries, Ine. 
(DX AK), a competitor in Chicago providing for a lump 
sum payment by Unareo, royalties to Iivans, and a license 
to Evans under a Unareo patent, and the consent deeree 
(DX AL) against Unarco holding the patent here in snit 
valid and infringed. A suit for infringement of the patent 
here in suit is also pending in Peoria, Illinois against 
Transco, Inc., a fourth competitor in this industry (TR. 
828-30). 


Evans had previously marketed its QL bulkhead (TR. 
185, 483, 912 PX 57 A-D), but when it bronght out its DF-B 
bulkhead, it became its first really commercially successful 
bulkhead (TR. 872-3). Preco, which had developed bulk- 
heads of its own design as early as 1940 and 1941 (PX 42 
A-D, 48 A-C, 44 A and B and TR. 425-27) to which Wieden 
Patent No. 2,360,029 (PX 2-O) related (TR. 292)) ag 
later developed its bulkhead design shown in Margarian 
Patent No. 3,063,388 (PX 50-A, TR. 328, 342), nevertheless 
paid the Wells patent in suit the compliment of marketing 
the accused designs embodying the invention of Wells and 
abandoning all prior designs. These facts, added to the 
marketing by Unareo of its admittedly infringing designs 
shown in the material attached to the agreement (DX AK) 
licensing it under the patent here in suit and the marketing 
by Transco of its bulkheads which are the subject of a suit 
against it by Evans for infringement of the patent here in 
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suit (TR. 828-30), show that the entire industry has adopted 
designs embodying the invention of the Wells patent here 
in suit. 


These circumstances, the existence of a long-felt need 
and the commercial success of equipment embodving the in- 
vention of the patent in suit immediately after it was intro- 
duced to the industry, are strong evidence that the subject 
matter of the patent in suit was not obvious to one skilled 
in the art and that accordingly, the subject matter meets 
the test of patentability of Section 103, Title 35 United 
States Code. 


The District Court was led into error in this respect by 
the fallacious arguments of Preco that its accused devices 
do not infringe and that for the same reasons the [vans 
DF-B equipment does not embody the invention of the 
Wells patent in suit. The correct application of the claims 
to the aceused devices as set out above demonstrates that 
the claims are infringed by these accused devices and that 
the Evans DF-B equipment (see DX AG) which is sub- 
stantially the same as Model BD-6 (shown in photos DX 
AN 1-6), also embodies the invention of the patent in suit 
and aceordingly, the sales thereof demonstrate the commer- 
cial suecess of the patent in usit. 


The District Court, because of this ervor, made no find- 
ing regarding commercial success. It made only the irrele- 
vant finding (No. 27, R. 394) referred to earlier, that the 
device disclosed in the patent in suit has never been pro- 
duced for commercial use, and the finding (No. 9, R. 388) 
that the Evans DF-B bulkhead equipment embodies the im- 
provements of certain patents and applications other than 
the patent in suit. At the outset it should be pointed out that 
the District Court was guilty of clear error in making i]s 
finding for there is absolutely no evidence in the record that 
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the Evans load divider embodies the imprevements of 
Moorhead et al, Application Serial No. 181,283, one of the 
appheations listed in the finding. With respect to a Patent 
No. 3,200,773, which was also included in the finding, the 
only evidence (TR. 983) is that it was only in some of the 
extremely early versions and was not carried through to 
eurrent models. 


The mere faet that the commercially successful equip- 
ment of Evans embodied some variance from the structure 
of the patent in suit is not an indication that the commercial 
success is not attributable to the patent in suit and there 
has been no such finding here. As stated in Binks AIfg. Co. 
v. Ransburg Electro-Coating Corp., 281 F. 2d 252 (C.A. 7) 
1960, page 256, 


“The variance in structure employed in the com- 
mereial atomizing head is not indicative that the 
commercial success enjoyed is not attributable to 
the method and apparatus patent.” 


It should also be noted here that the evidence is that the 
Preeo accused devices, which also evidence the commer- 
cial success, do not embody the improvements of these 
patents and applications (TR. 991). 


The Supreme Court in Graham v. John Deere Co. of 
Kansas City, 383 U.S. 1, 15 L. Id. 2d 545 (1966) recog- 
nized the value of objective tests of invention such as the 
existence of a long-felt need and commercial suecess be- 
eause the courts are ill fitted to discharge the teehnologi- 
eal duties imposed on them by patent litigation. In con- 
sidering the question of validity under the obviousness 
test of Section 103 of Title 35 of the United States Code, 
the Supreme Court referred to an article “Subtests of 
‘Non-obviousness’”, 112 Pa. L. Rev. 1169 (June 1964). 


a) 


Paraphrasing this article, the Court, referring to argu- 


ments 


stated, 


based on long-felt need and commercial success, 
page 566, 


“These legal inferences or subtests do foeus at- 
tention on economic and motivational rather than 
technical issues and are, therefore, more susceptible 
to judicial treatment than are the highly technical 
facts often present in patent litigation.” 


The Court then cited the decision of Judge Learned Hand 
in emer v. I. Leon Co., 285 F. 2d SOL (1960) where he 


stated, 


The 


pages 503-4, 


“The test laid down is indeed misty enough. It 
directs us to surmise what was the range of ingenu- 
ity of a person ‘having ordinary skill’ in an ‘art’ 
with which we are totally unfamiliar; and we do not 
see how such a standard can be applied at all except 
by recourse to the earier work in the art, and to the 
general history of the means available at the time. 
To judge on our own that this or that new as- 
semblage of old factors was, or was not ‘obvious’ is 
to substitute our ignorance for the acquaintance 
with the subject of those who were familiar with it. 
There are indeed some sign posts: e.g. how long 
did the need exist; how many tried to find the way; 
how long did the surrounding and accessory arts 
disclose the means; how immediately was the inven- 
tion recognized as an answer by those who used the 
variant?” 


Supreme Court went on to state, p. 566, 


“Such inquiries may lend a helping hand to the 
judiciary which, as Mr. Justice Frankfurter ob- 
served, is most ill-fitted to discharge the technologi- 
eal duties cast upon it by patent legislation. Mar- 
cont Wireless Co. v. United States, 320 US. 1, 60, 
\7 USPQ 471, 496 (1943). They may also serve to 
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‘euard against slipping into hindsight.’ Jfonroe 
Auto Equipment Co. v. Heckethorn Mfg. & Supply 
Co., 382 F. 2d 406, 412, 141 USPQ 549, 555 (1964), 
cert. denied 379 US 888, 148 USPQ 465, and to re- 
sist the temptation to read into the prior art the 
teachings of the invention in issue.” 


In the above mentioned article in the Pennsylvania Law 
Review referred to by the Supreme Court, the author states 
that a showing of both a long-felt need and commercial] sue- 
cess presents a convincing case of patentability (112 Pa. 
L. Rev. 1169, 1177). The subtests or indicia of invention 
were utilized by this Court in Naakinen v. Peelers Co., 301 
F. 2d 170 (1962). In holding valid a patent on a shrimp 
peeling machine, after referring to the many references 
relied upon the Court stated, page 173, 


“None of the evidence adduced, however, over- 
comes the point that where the method or device 
satisfied an old or recognized want, as it does here, 
invention will be inferred rather than the exercise 
of mechanieal skill. ‘Mere skill of the art would 
normally have been ealled into action by the gen- 
erally known want.’ ” 


The predicament of the courts and the importance of 
such indicia of invention was recognized by this Conrt in 
Powter v. Six Wheel Corp., 177 F. 2d 153, (1949) where 
it stated, page 162, 


“ Courts’, said Judge Learned Hand, ‘made up of 
laymen as they must be, are likely either to under- 
rate, or to overrate, the difficulties in making new 
and profitable discoveries in fields with which they 
eannot be fainiliar; and, so far as it is available, 
they had best appraise the originality involved hy 
the cireumstanees which preceeded, attended and sue- 
ceeded the appearance of the invention. Among 
these will figure the length of time the art, though 
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needing the invention, went without it: the number 
of those who sought to meet the need, and the period 
over which their efforts were spread: how many, if 
any, came upon if at about the same time, whether 
before or after: and—perhaps most important of 
all—the extent to which it superseded what had 
gone hefore.’ Safety Car Heating & Lighting Co. v. 
Genera! Elecivie Co., 20Cir., 194691550. 240937, 
oo.” 


Other recent decisions of this Court recognizing and ap- 
plying these indicia of vention are, 


Twentier’s Research Inc. v. Hollister Incorpo- 
Uae, aloe, 2d 898, 902 (1963) ; 

Pursche v. Atlas Scraper and Engineering Co., 
300 F. 2d 467, 474 (1962) ; 

Neff Instrument Corp. 1. Cohu Electronics Ine., 
eyeatacdis?.s/ (1961); 

Hayes Spray Gun Co. v. E. C. Brown Co., 291 
ie dea lnee2 (1961) 

National Sponge Cushion Co. v. Rubber Corp. 
OFed. 2608, 2d 7351, (35 (1961) ; 

Stearns v. Tinker & Rasor, 220 F. 2d 49, 58 
(355); 


B. The Construction of the Wells Patent in Suit 
Has Novelty and Utility 


The utility of the invention of the patent in suit is clear 
from its commercial sueceess and cannot be challenged and 
it is clear from the prior art that the strueture claimed in 
the patent in suit meets the statutory requirement of nov- 
elty. While the District Court in Finding No. 12 (R. 5-6), 
found that all of the elements of the patent in suit are old, 
referring to twelve prior art patents to show that the ten 
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elements, as there identified, are known in the art, and 
while in Finding No. 13 it found that partitioning devices 
with many of the elements of the patent in suit were known, 
referring to five prior art patents, the District Court made 
no finding, nor did it enter any conclusion of law that the 
structure claimed in the patent in suit does not meet the 
statutory requirement of novelty. 


C. The Holding of the District Court That the 
Invention of the Wells Patent in Suit Was 
Obvious Was An Erroneous Conclusion of Law 


Section 103 of Title 85 United States Code requires in 
addition to utility and novelty, that the differences be- 
tween the subject matter sought to be patented and the 
prior art to be such that the subject matter as a whole 
would not have been obvious at the time the invention was 
made to a person haying ordinary skill in the art to which 
the subject matter pertains, The Supreme Court has 
pointed ont in Graham v. John Deere Co. of Kansas City, 
383 U.S. 1, 15 L. Ed. 545, 556 that the ultimate qnestion 
of compliance with this section is a question of law and has 
pointed out that factual matters upon which this deter- 
nination must be made are 1) the scope and content of the 
prior art, 2) the differences between the prior art and the 
claims at issue and 3) the level of ordinary skill in the 
pertinent art. 


In a ease such as the present one where the prior art 
consists entirely of prior United States patents, as to which 
there is no dispute regarding their construction ind mode of 
operation, the scope and content of the prior art presents 
no factual dispute. Similarly, in such a case there is no 
dispute of fact as to the differences between the prior 
art and the claims at issue. The sole remaining question 
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is the level of ordinary skill in the pertinent art and the 
Distriet Court made no specific finding as to this. It made 
only the ultimate legal determination when, in its decision 
(TR 1383), it held the patent in suit invalid under the doc- 
trine of obviousness and which determination it phrased in 
the language of Section 103 and correctly designated Con- 
elusion of Law No. 8 and incorrectly also designated Find- 
ing of Fact No. 24. The only other finding relating to ob- 
viousness is No. 19, which is clearly improper and irrele- 
vant since it is couched in the present tense and does not 
relate to the tine the invention was made as required by 
the statute. Thus, it is respectfully submitted that there is 
no finding of fact by the District Court which inust be over- 
turned by this Court for it to rule that the Wells patent in 
suit meets the test of unobviousness under Section 103. 


As this Court stated in Elrick Rum Co. v. Reading Tire 
Machmery Co., 264 F. 2d 481, (C.A. 9) 1959, note 7, page 
486, 

‘What the prior art was and what the patentee did 
to Improve upon it are questions of fact. Whether 


what the patentee did is properly to be classified 
as an invention is a question of law.” 


The District Court’s conclusion on the question of ob- 
viousness constituted an erroneous conclusion because: 


1. It ignored the presumption of validity of 282 U.S.C. 
Title 35, which reads, 


“A patent shall be presumed valid. The burden 
of establishing invalidity of a patent shall rest on 
a party asserting it.” 


2. It violated the principle enunciated in the decisions 
cited in the following section of this brief that a 
patent on a new and useful combination of elements 
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cannot be invalidated by showing that the elements 
are separately old in the art and by using the pat- 
ent in swt as a gnide to show how they might be 
combined to anticipate the patented combination. 


3. It ignored the fact that the level of ordinary skill 
in the art was shown to be inadequate to conceive 
the patented combination by the failure of those 
of all levels of skill to conceive that combination 
in the face of a long-felt need which it satisfied. 


D. The Prior Art Does Not Suggest 
the Wells Combination 


The prior art patents relating to railroad car bulkheads 
show bulkheads which are mounted in a different manner 
than that of the patent in suit and which are ineapable of 
functioning in the same manner or achieving the same re- 
sults as the patented construction. There is no prior patent 
disclosing any form of bulkhead construction in which the 
bulkhead is suspended in equilibrium by means which per- 
mits the bulkhead to be moved easily to any transverse 
position along the length of the car where it can be locked 
directly to the car and also permits rotation of the bulk- 
head about a vertical axis through the suspension means 
and permits movement of the suspension means against a 
side wall of the car at any point along the length of the car 
for storage of the bulkhead during loading and unloading. 
Also, there is no prior art disclosing that it may he stored 
at either side of the car at any point along the length of 
the car. 


The only other prior art relied upon, other than that re- 
lating to railroad car bulkheads, consists of patents disclos- 
ing what are known as travelling beam cranes. Shis is a 
type of crane construction which is used to lift, transport 
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and lower heavy loads (Chestnut TR. 1202). In all cases 
these cranes are equipped with a hoisting wnechanism which 
is suspended npon a trolley which moves along the so-called 
travelling beam. See the prior art patents to Deady (PX 
2-G), Lundborg (PX 2-S), and Staiger (PX 2-P). Also, 
none of the travelling beam crane prior art shows a ear- 
riage connected to the hoisting mechanism by a pivotal con- 
nection. 


This travelling beam crane art is believed to be non- 
analogous and certainly there is nothing in the prior art 
that snggests that a portion of a travelling beam crane be 
combined with a portion of any prior bulkhead construction 
for any purpose, let along that they should be so combined 
as to create the combinations of the Wells Patent. The 
elements and purposes of travelling beam crane structures 
are believed to be so different from those found in the bulk- 
head art prior to the advent of the patent in suit that they 
would not at that time have made an appeal to the mind 
of a person having mechanical skill in and knowledge of the 
bulkhead art. Accordingly, the travelling beam crane art 
was at the time of the invention of the patent in suit a 
non-analogous art under the test set ont in Stearns v. Tink- 
er & Rasor, 220 F. 2d 49, 56-7, (C.A. 9) 1955. This is horne 
out by the fact that for many years those working in the 
bulkhead art did not look to the travelling beam crane art 
for bulkhead mountings and also, by the further fact that 
the Patent Office examiner working in the bulkhead art did 
not cite patents from the travelling beam crane art. The 
foregoing is equally applicable to the LSSO patent to Pot- 
ter (PX 2-R) on a wooden farm gate which is clearly 
non-analogous art. 


Even if considered, these travelling beam crane patents 
and the prior bulkhead patents do not render obvious the 
invention of the patent in suit. The only disclosnre of these 
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travelling beam crane patents is that the carriage or trolley 
is used to support a hoist and there is no disclosure of a 
pivotal connection between the trolley and the hoist. Thus, 
there is no disclosure in the travelling beam erane art of 
record of any pivotal connection between the trolley and 
anything supported thereby and there is clearly no dis- 
closure in the bulkhead art of a bulkhead connected by a 
pivotal connection to a trolley movable along a transverse 
beam mounted for movement longitudinally of the ear. 


Preeo contends that no invention would be involved in 
mounting one of the prior art bulkheads on the trolley of a 
travelling beam crane by means of a pivotal connection 
which permitted rotation of the bulkhead about a vertical 
axis and in support of this argument, introduced three 
composite charts (PX 31, 32 and 40). These charts do not 
represent any prior art but rather, show hybrid eonstrue- 
tions each taken in part from two different patents and 
combined in a manner not shown or suggested in either 
of them. In fact, what they represent is an attack on the 
patent based on finding elements in a plurality of places in 
the prior art and combining them through the use of hind- 
sight and in the hight of the disclosure of the patent in suit. 
The use of such hindsight has long been held to be im- 
proper. See Goodyear Tire & Rubber Co. v. Ray-O-Vae 
Co., 821 U.S. 275, 279, 8S L. Ed. 721, 724 and the cases 
cited therein. This decision was eited by this Court in Na- 
tional Sponge Cushion Co. v. Rubber Corp. of Cal., 286 F. 
ZUe(ol, too: 

“Tt is of no significance that ‘viewed after the 
event, the means * * * adopted seem simple and 
such as should have heen obvious to those who 


worked in the field, but this is not enough to nega- 
tive invention.’ Goodyear Tire & Rubber Co. v. 


t 


63 


iayeO-V @e Co., 321 U. S. 275 279, 64 S. Ct. 593, 
d94, 88 L. Ed. 721. ‘Now that it has sueceeded, it 
may seem very plain to anvone that he could have 
done it as well. This is often the case with inven- 
tions of the greatest merit.’ ” 


It is well settled that in the absence of something which 
suggests the desirability of combining elements from dif- 
ferent prior patents, the mere fact that individual ele- 
ments of a patented combination are separately old does 
not invalidate the patent. The Troy Co. v. Products Re- 
search Co., 339 F. 2d 364, 366 (C.A. 9) 1964; No-Joint Con- 
ercte Pipe Co. v. Hanson, 344 F. 2d 13, 14 C.A. 9) 1965. As 
stated by Corpus Juris, the presumption of validity is not 
overcome hy the fact that “an expert may be able to build 
up the patented process by selecting parts taken from the 
prior art”. 69 CJS 599-600. Statements to the same effect 
have been made repeatedly by this Court. See Pursche v. 
Atlas Scraper and Engineering Co., 300 ¥. 2d 467, 478 
(C.A. 9) 1961; Neff Instrument Corp. v. Cohu Electronics 
dne., 298 F. 2d $2, 87 (C.A. 9); Ry-Lock Co. Lid. v. Sears 
Roebuck & Co., 227 F. 2d 615, 618 (C.A. 9) 1955; Coleman 
vo. Holly Mfg. Co., 233 F. 2d 71, 75 (C.A. 9) 1956; Pointer v. 
oie Wheel Corp., 177 F. 2d 153, 160 (C.A. 9) 1949; Payne 
Furnace & Supply Co. v. Williams-Wallace Co., 117 F. 2d 
823, 826 (C.A. 9) 1941. As stated in the last cited case at 
page 826, 


“Prior patents ‘cannot be reconstructed in the 
light of the invention in suit, and then used as part 
Or ine prior art.” 


In the present case although, as pointed out above, the 
need existed for many years and although bulkheads for 
freight cars were very old the Lincoln patent (PX 2-A) 
having been granted in 1880 and traveling beam cranes 
for use in freight cars having been shown in the patented 
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prior art at least since 1932 (see Lundborg PX 2-S), it re- 
mained for Wells to teach the combination of the patent 
in suit which has met with such widespread commercial 
snecess. 


Also, with reference to the prior art, it should be noted 
Preco cited no analogous bulkhead art any more pertinent 
than that cited by the Patent Offiee. Thus, the bulkhead 
patents used in Preco’s charts PX 31 and 32 are Wells No. 
1,646,604 (PX 2-H) and Jones No. 1,808,760 (PX 2-1), both 
of which were cited by the Patent Office during the prosecu- 
tion of the application for the patent in suit. (See DX A, 
eolumn 6). And finally, the traveling beam crane prior art 
patents, even if considered with the bulkhead prior art 
patents do no more than show that the elements of the 
combination of the patent in suit are broadly old and this is 
no more than is shown by the art cited by the Patent Office. 
Thus, Dixon No. 2,227,807 (PX 2-N) shows a transverse 
member (which there is the upper frame member of the 
bulkhead) which is supported on rollers for movement 
along longitudinally extending tracks, Laffey No. 1,522,- 
784+ (PX 2-E) shows a trolley movable along a transverse 
beam, and Wells No. 1,646,604 (PX 2-1) shows a bulkhead 
having a pivotal connection to a trolley. 


The District Court clearly erred in holding (Finding 23, 
R. 394) that there is no evidence that some of the most 
pertinent prior art produced at the trial was not considered 
by the Patent Office during the prosecution of the patent in 
suit. 
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E. The Combination of the Patent in Suit 
Meets The Test of the A & P Case 


Jn the present case the patent in suit discloses a new 
eombination which produced a new result due to the co- 
action of its elements. In considering this requirement, a 
distinction must be drawn between the individual functions 
of the separate elements and the over-all funetion and re- 
sult of the combination. In every combination ef old cle- 
ments the function of each element is always the fnnetion 
it has always performed. Thus, a gear always functions as 
a gear, a bearing always fnnetions as a bearing, ete. This 
does not mean that new combinations of such elements are 
tpso facto unpatentable. The Cold Metal Process Co. r. Re- 
publte Steel Corp., 233 F. 2d 828, 838-9 (C.A. 6, 1956). 
They are still patentable if the combination as a whole pro- 
duces a new result due to co-action of the elements. Troy 
Co. v. Products Research Co., 339 F. 2d 364, 366 (C.A. 9, 
196+) ; Kaakwmen v. The Peelers Co., 301 F. 2d 170, 172, 173 
GOA. 9, 1962). 


The combination of the patent in snit does produce a 
novel and useful result due to the mounting of the pivotal 
suspension, which permits the bulkhead to pivot about a 
vertical axis, on a carriage or trolley member which can 
shide along the length of a transverse bar which in turn is 
mounted for movement along the length of the ear. This 
eombination which is new, even though similar individnal 
elements may be old, provides what may be called a uni- 
versally adjustable vertical axis suspension. By this is 
meant the bulkhead is suspended for pivotal movement 
about a vertical axis which may be moved both transversely 
and longitudinally of the ear. As a result, the bulkhead 
may he moved to any transverse restraining position at any 
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point along the length of the ear and also may he positioned 
flat against either side wall at any point along the length of 
the ear. This universal adjustablility is the result of a co- 
action between the longitudinally movable transverse bar, 
the transversely movable carriage or trolley member and 
the pivotal connection between the bulkhead and the trolley 
member, and this is not found in any prior art construction. 


The District Court here, in support of its decision of 
invalidity under the doctrine of ohbviouness (TR. 1584) has 
adopted several findings and conclusions hased on the lan- 
guage of the Supreme Court in the A & P case, 340 U.S. 
147, 95 L. Ed. 162. See Findings of Fact Nos. 15, 16, 18, 21, 
22 and 23, and Conclusions of Law Nos. 6, 7, 9, 10, 11 and 12. 
These are all conclusions arrived at on the basis of nndis- 
puted facts as to the construction and operation of the 
prior art and the construction and operation disclosed in 
the patent in suit and this Court is free to and in facet, it is 
the duty of this Court to determine de novo whether, in the 
light of these undisputed facts, the patent in suit is valid. 
Insofar as any of these determinations are considered to 
be properly findings of fact, it is respectfully submitted 
that they are clearly erroneous. 


The A & P case, supra, and the indicia of invention there 
discussed were recently considered by this Court in Twen- 
tier’s Research Inc. v. Hollister Incorporated, 319 F. 2d 
898 (1963). In holding valid a patent relating to a patent 
identification means for which there had heen a long-felt 
need and which met with commercial suecess, the Court in 
an opinion by Judge Jertherg stated, page 902, 


“Tt is not a diffienlt task to discern the foregoing 
indicia of inventiveness in the present patent. What 
is the ‘something’ which the combination of old ele- 
ments in this patent contributes to the art, and ren- 


67 


ders the ‘whole’ more than ‘the sum of its parts?’ It 
works, None of the prior devices did. 


“The long-felt need remained unsatisfied in spite 
of the attempts of the prior art. The peculiar com- 
bination of old elements necessary to actually ac- 
ecomplish the desired function had eluded both the 
artisan and the skilled mechanic for years. The 
Schneider patent hit upon that very combination 
with the result that it performed while the others 
merely promised. This result is sufficiently ‘new’, 
‘unusual’ and ‘surprising’ to indicate inventiveness. 


“The Schneider patent, therefore, filled a long-felt 
need which the prior art had been unable to satisfy 
effectively. Accordingly, the patented device was 
hailed as an advance by experts in the scientific 
field, and acceptance of the device in the market re- 
sulted.” 


The above language is generally applicable in the present 
ease and although it should not be said here that none of 
the prior devices worked, none of them provided the univer- 
sally adjustable vertical axis suspension which is respon- 
sible for the universal adoption of the Wells combination. 
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CONCLUSION 


The District Court erred in holding Claiins 1, 2 and 3 of 
the Wells patent in suit invalid on the ground of obvious- 
ness under Section 103 of Title 35 of the United States 
Code and on the ground that the claims define an unpatent- 
able aggregation rather than a patentable combination and 
that they do not meet the standard of patentable invention 
required by law. It also erred m holding that the aceused 
devices do not infringe. The undisputed facts and the ap- 
plicable law require a determination that the Wells patent 
in suit is valid and that Claims 1, 2 and 3 have been in- 
fringed by Preeo. The judgment should be reversed. 


Respectfully submitted, 
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DX AG, page 4—Page from brochure showing Evans 
DF-B bulkhead equipment........... 
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POSITIONING BULKHEADS 


Move the bulkheads anywhere you 
wish with minimum effort. They 
may be pivoted and laid agains 
the car walls... or they may be 
moved to partition the lading 

intervals along the car's entir 
Jength, including doorway area 
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CHART APPLYING LANGUAGE OF CLAIM 1 OF WELLS PATENT 2, 543, 143 TO PATENT DISCLOSURE AND TO ACCUSED STRUCTURES 


a 


WELLS ET AL, PATENT 
2,543, 143 


i 


The truck bady 


The opposite eide walle 18 and 20 of 
the truck body. 


for subdividing eald body This is the complete partitioning 


means Operative for the purpose 
stated. It includes the featuree eet 
forth thereafter in the claim, 


ACCUSED MODEL BD-2 
Def's. Exs. S, T, 
AE-1, AE-2 and AF 


The railroad boxcar 


The opposite side walle {8 and 20 of 
the boxcer 


This 16 the complete partitiohing 
means operative for the purpoee 
Stated, It includes the features net 
forth thereafter in the claim, 


Thie 1@ the row of openings 104 tn Wine openinge 104 tn one of the rail 


one of the bars 100 or 302 into which 
the latch boits 80 may project, The 
dares 100 and 102 are eeparate mem- 
bers poeitioned between the spaced 
@ide wall alates 28 and carried by the 
vertical side frame members 22, 


32 or 34 tnto which the latch bolts 80 
may project. As pointed out below, 
the rail je carried by the walls and 
therefore the detents are so carried, 
In addition, the provieion of detents 
in the Noor is the full equivalent of 
detente carried by the walla, 


Def'e. Exs. N, O, 
AC and AD 


Same as BD-2 


no 


The rails 32 and 34 are mounted on Nome raile 32 and 34 are aecured to the Stnce this fe « half width partition, 


the top of the eide walle 18 and 20, 
The truck body has no ceiling or roof 
structure. 


ceiling structure and that structure 
ie “carried by” the aide walls, Acc- 
ordingly, the raile are carried by 
those walle. In addition, the rai) 
mounting of the accused structure 1a 
the full equivalent of that epecified, 


Stwo palre of rails are employed, 
Each pair includes one rail at the 
@ide of the car and one midway be- 
tween the sides, All rails are se- 
cured to the ceiling etructure and 
REG: all are carried by the 
side walle, 


Since the rails are located on top of \9The detents are openings 104 formed WoSame ae BD-2 


the sido walle they are above the 
detente tn bare 100 eod 102, 


The traneveree bar is the bar 42 
which 1s asupported at Lte ends on the 


being slidably mounted on rails 32 and 34 by rollers 48, These 


rollers permit the bar to be moved 
along the length of the ralle to any 


in the lower portion of the rail and 
therefore the mejor portion of the 
ral is “above eaid detent.’ More- 
over, the rail eurface on which the 
bar reste 1s wholly "above" the de- 
tents. 


NOrne transverse bar is the bar 42 


which ja supported at ite ends on the 
ralls 32 and 34 by rollers 48, These 
rollers permit the bar to be moved 
along the length of the rails to any 


ealected position while the bar is sup- selected position while the bar 1s sup- 


ported by the ralls, Thie is what is 
meant by the language “slidably 
mounted," 


ported by the rails, 


DX AZ-! 


~ “acGUSED MODEL BC-3_ ACCUSE 0 MODEL BE-2 . 
Def 


Def's, Exe. J, AA 
and AB 
1 


jpare as BD-2 


Same as BC-4 


No 


Same as BD-2 
No 


Same ae BD-2 except that the bar 42 Same ee BC-4 


is shorter becauae of the shorter 
span of the ralle required for a 
half width bulkhead or partition, 


All guiding functions are performed wu guiding functiona are performed 4\0Same as BD-2 


by the coaction between the rails and 
the bar and the raile are constructed 
to perform that function. 


‘The partition 40 


by the coaction between the rails and 
the bar and the raila are constructed 
to perform that function. 


The bulkhead or load divider 40, 


This is the pivotal connection betwee nis 1a the pivotal connection between 


Said ber for suapend~ the pertition supporting bolt 88 and 
the other and for per-the socket housing 58, 


the partition eupporting yoke 56 and 
the ptn 52, showe best in Def's, Ex, 
AF, 


This ts the roller bracket 54 which t¥fnie is the roiler bracket 54 with its 


supported by roller 62 which moves 
along the length of bar 42 while sup- 
ported thereon, 


supporttng rollera 62 which move 
along the length of the bar 42 while 
Supported thereon, 


Thia 1s the locking means 80 which 8h. latch bolt £0 which Is “coopera- 


Tocka the partition tn transverse 
position, 


tive with sald detents” 104 carried by 
one of the side walla. It also tncludes 
additional lateb bolte which are co- 
Operative with detenta tn the floor, 


Same aa BD-2 except half width 
Same as BD-2 


yoo” 


NO 


Same as BD-2 


No 

Same as BC-4 
Same aa BD-2 
NO 

» No 

" No 


Leese 
F, Yond Z 
Same aa BD-2 
” 
" 
" 
No 


Same as BC-4 


ne 


Same aa BD-2 


Same as BC-4 except that the roilere 
which roi] on the raile are fised to 
the bar with the result that the entire 
bar rotates with the rollers. 


No 
Same aa BD-2 


Ne 


Same an BC-4 
Same an BD-2 


No 


Da 


42 LANGUAGE 
cle body partition, the combins- 
chcomprisea a platform 


ls extended upwardly from the 
ea of the platform, 


«shape in crosa section 


by the upper parts of the aide 


se bar channel-shape in cross 
&d between the tracka 


Wwably mounting the ends of the 
bar in the tracks, 


@ in the vehicle body and posi- 
Ow the said transverse bar 


Positioned between the said 
Gnd transverse bar 


bly mounting the bracket in 


Dlally suspending the partition 
air whereby with the bracket 
atone end of the bar the par- 
be positioned againet the inner 
side wall of the vehicle body, 


loned to engage a side wall of 


Mm extended across the eaid 


CHART APPLYING LANGUAGE OF CLAIM 2 OF WELLS PATENT 2,543, 143 TO PATENT DISCLOSURE AND TO ACCUSED STRUCTURES 


WELLS ET AL, PATENT 
2,543, 143 


The floor of the truck body 
The side walls 18 and 20 of the truck body. 


The tracks 32 and 34 which are referred to 
in the pstent specification as channel shaped 
in cross section and in claims 2 and 3 as 

C shape in cross section, 


ACCUSED MODEL BD-2 


Floor of car 


The side walls 18 and 20 of the car 


yWoThe rails or tracks 32 and 34 are © shape in 
cross section which is a crude form of C- 
shape and is fully equivalent tc a C-shape 


The tracke 32 and 34 are mounted on top of thaThe tracks 32 and 34 are secured to the ceil- 


side walls 18 and 20. The truck body has no 
ceiling or roof structure, 


ing structure which is "carried by" ihe upper 
parts of the side walls, Accordingly, the 
tracks themgelves are carried by those walls. 
In addition, the track mounting of the accused 
structures Is the full equivalent of that speci- 
fied. 


ACCUSED MODEL BC-4 
Def's. Exs. N, O, 
AC and AD 


ACCUSED MODEL BC-3 
Def's. Exs. J, AA 
and AB 


Same as BD-2 Same as BD-2 


In the United Stu’ae District Cour 
Southern Oletrict of Californis 
Cuntral Division 

i Preoo Incorporated 
v. 
Bryans Proéucta Coupeny 
C. A. No. 63-453-18 


Detradaat’o a Wo 


Same as BC-4 
Na 


vo 


Since this is a half car width partition, two 
pairs of tracks are employed. Each pair in- 
cludes one track st the side of the car and one 
midway between the sides. All of the tracks 
are secured to the ceiling structure and there- 
fore all are carried by the upper parts of the 
side walls, 


The transverse bar 42. It is the same shape °rhe transverse bar 42. It is channel shaped 
in cross section as the tracks 32 and 34. This in cross-section in the same sense as is the 


Same as BD-2 except that the bar 42 is 
shorter because of the shorter span of the 


N° same as BC-4 except that the accused bar is 
not channel shaped, The srrangement employ- 


‘Means on an edge of said par- 


is called a channel or a C-shape in the Wells 
patent. 


J 
The ends of the bar sre supported for move- \@The ends of the bar 42 are supported for ove same as BD-2 


ment on rollers 48 which rest on the inside 
of the C shape tracks, 


The partition 40. 


The roller bracket 54. 


The bracket 54 is positioned within the channe!Yhe bracket 54 is positioned within the channel SameaceBb-2- 


shaped bar 42 and is movably mounted on 
roller 62, 


The pivotal connection between the partition 
supporting bolt 66 snd the socket housing 56 
permits rotation of the partition about a 
vertical axis so thst it can be positioned flat 
against a side wall. 


The locking means 80 at one edge engage 
openings 104 in the bars 100 and 102 which 


‘body for retaining the partition are fixed with reepect to and carried by one 


of the side walls 12 or 20. 


bar 42 of the Wells patent. 


ment on rollers 48 which rest on the inside of 
the L shape tracks. 


The bulkhead or load divider 40. 


WThe roller bracket 54. 


shaped bar 42 and is movably mounted on 
rollers 62, 


¥°rhe pivotal connection between the partition 
support 56 and the stem 52 of the bracket 54 
permits rotation of the partition about a 
vertical axis go that 1t can be positioned flat 
against a side wall. 


noThe locking means 80 at the top edge of the 
partition engage the tracks 32 or 34 which are 
fixed with respect to and carried by the side 
wall 18 or 20, 


rails. Below the tracks, nol between ed here is s mere reversal of parts and there 
—_— fore an equivalent of the construction of the 


patent. 


N°same sa BD-2 


Same as BD-2 except half width. Same as BC-4 


Same as BD-2 N®Sime aa BD-2 


In this accused mechanism there is a reversa 
of parts in that the bar is in the supporting 
bracket 54 whereas in the patented construc- 
tion the bracket is in the bar. The accused 
structure is the equivalent of that shown in thi 
patent. 


"0 Wo Semeee BA-2 


no 


CLAIM 3 LANGUAGE 
nprivee « vehicle body including 


peardty extended elde walle, 


C-shape tn crose section 


led by the upper parte of the side walle 


bar, channel ehape tn croos 
ended between the trecke 


MFe journaled on tha ende of the trane- 
ir and positioned tn the tracks for 
ly Mounting the bar tn the tracka, 


tition in the vehicie body pasitioned 
rthe transverse ber, 


acket positioned between the partition 
he bar 


carried by the bracket and posi- 
the bar movably mounting the 
Met ia the 


vel joint pivotally euspending the par- 
from the bar whereby with the 
st located at one end of the bar the 

oo may be positioned egainst the 
Furface of the adjacent aide wall of 
Mhicle bady, 


@istch bolts slidably mounted tn the 
Of the eatd partition 


ving handles thereon pivotally 
ted lo the partition, 


SOnnecting the eaid latch bolts to 


whereby the Jatch bolts may be 
ren, 


ing engagement with the side 
the vehicle body by the rods, 


Mas reailiendy urging the eald 

sta into locking engagement with 
@alla for retaining the partition 
B poeition in the vehicle 


inicle body partition, the combtneticn 


1a 


‘ 
CHART APPLYING LANGUAGE OF CLAIM 


WELLS ET AL, PATENT 
2,543, 143 


The truck body heving « floor. 


The eide walle 18 and 20 of the cer. 


The tracke 32 and 34 which ere referred to 
in the patent apecification 
tn crose section and tn cleime 2 and © 16 
C-ahepe in croee section. 


The trecks 32 and 34 are mounted on top of 


the side walls 18 and 20. The truck body hes 


no ceiling or roof etructure, 


The traneverse ber 42 which extends trane- 
vereely between tracks 32 and 34, 


The ende of the bar 43 sre supported for 
movement on rotlere 48 which rest on the 
inelde of the C section tracka, 


The pertition 40 below bar 42. 
The rotler brecket 54, 


Roller 82 which movably mounte the bracket 
54 tn the bar 42, 


The pivotal connection between the partition 
supporting bolt 88 and the socket housing 58 
Permits rotation of the partition about a 
vertical agie eo that it can be positioned flat 
against a side wall. 


Latch bolts 80 elidably mounted in the side 
edges of the partition. 


These are the jevers 68 heving handles 92. 
There gre two such “rods. ‘' One rod operate 
latch boite 80 at one wide of the partition and 
the other operetee bolts st the olher side. 


Links §8 and levers 84 which connect each 
rod 86 to the associated letch bolts 80. 


The latch bolts are withdrawn from engage- 
ment with the detent openings 104 tn the 
bars 100 and 103 which are carried by and 


channe shaped v 


3 OF WELLS PATENT 3,543,143 TO PATENT DISCLOSURE AND TO ACCUSED STRUCTURES 


ACCUSED MODEL BD-3 ACCUSED MODEL BC-4 
Def'e, Exe, N, O, AC end AD 


Car body having e floor, Same aa BD-2 
The aide walle 18 and 20 of the car. 
The ralle or trecks 39 and 34 ere L ahape tn 


¢roae section which ie 6 crude form of C ye 
ehape and ts fully equivalent to a C shepe 

qoThe tracke 33 and 34 are secured to the ees ce thie ie « half car width partition, two 
ing structure which ie "cerried by" the upper™ peire of trecke ere employed, Each pair tn- 


parte of the aide walle, Accordingly, the 
tracke ere cerried by those walle. fn addl- 
tion, the track mounting of the ralle ta fully 
equivalent to that epeciied. 


cludes one track at the eide of the car and 
One midway between the sides. All of the 
tracka re eecured to the ceiling etructure 
and therefore all are carried by the upper 
parte of the aide walle, 


a 
WOThe treneveree bar 42, it is channel ehape Y’Same ae BD-7 except that the bar 42 is 
in croea section tn the came eenee oa Is the shorter because of the shorter epan of the 
ber 42 of the Welle patent, reise, 


QOThe ende of the bar 42 are supported for 
movement on roliera 48 which reat on the 
ireide of the L ehape tracks, 


aonae ae BD-2 


Bulkheed or load divider 40 below ber 42, Same ee BD-2 except half width, 


eae as BD-2 


Q°The roller bracket 54, 


Rollers 82 which movab] 


ly mounte the bracket 
54 in the ber 43, : 


The pivotal connection hetween the pertition 
support 58 and the aterm 52 of the bracket 54 
permite cotatlon of the partition about « 
vertical agis eo thet it can be positioned fat 
againet a aide wall, 


yo 


Latch bolts 80 slidably mounted tn the top t0 
edge of the partition, one et each elde. 

WThis is the lever 88 having « handle 82, the 

3 two levers or “rode” 88 of the patent being 
combined as one for operating latch bolte 6t 
both aldee of the partition, 


Wo 


WHods 88 and levers 84 which connect the rod 


Wo 
or lever 88 to the bolta 80, 


W°The upper bolts are withdrewn from engage- 
Ment with the detent openinge 104 tn the 
tracks 32 and 34 which are carried by and 


we 


fised with reepect to the side walls 18 and 20, fixed with reapect to the eide walls 18 and 30, 


The eprings 04 which act on the bolts through The eprings 84 which act on the upper bolte, 


rode 68, links 88 and lever 84. 


ne 


Dx AZ-3 


ACCUSED MODEL BC-3 
Defe. Exs. J, AA and AB 


Same aa BD-4 


Same aa BC-4 


We 


Bame aa BC-4 eacept that the accused bar ia 
bot channel ehaped. The arrangemeot em- 
ployed hera is 6 mere reversal of parte and 
therefore an equivalent of the construction 
of the patent, 


Same as BD-2 


Same a9 BC-4 Z petitions, te width 
WeSeme as BD-2 


othe rollere 62 end the bracket 54 are pasi- 
¥ Uoned on the outaide of the bar, which is « 
reversal of parte and the equivalent of the 
patented construction tn which the rollere 
and bracket are inside the bar. 


yoseme a2 BD-2 


no 
We 
po 


no 


nig 
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APPENDIX B 


Description 


Certified File Wrapper and 
Contents of Wells et al Pat- 
ent No. 2,543,148, patent in 
suit 


Book of Prior Art Patents 
ielicd on by, Flamtifie..... 


Model of structure of the 
PaWeTIE IM SUI... .. eae. os 


Model of the Plaintiff’s 
Strueture Charged to In- 
fringe 


ed 


Ce ec 


Preco Drawing No. B 17670 
meeMlodel BE -205 2a... s-..- 


Preco Drawing No. B 17658 
re @iiodel BW 20. es... 


Preco Drawing No. 
re Model BC-8 


Preco Drawing 
re Model BC-3 


Preco Drawing No. 
re @ilodel! BC-4. 2... .22.... 


Preco Drawing 
THe Ay RGVOCN IE 51 Oe aaa 


Preco Drawing 


Preco Drawing 
memmOdel BI 2 ie. cai ee. 


Photograph of Model BE-2. . 


For In 
Identification Evidence 


20 153 
20 153 
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25 153 
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UA) 153 
25 153 
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Plaintiff's For In 
Exhibits Description Identification Evidence 
14 Photograph of Model BE-2.. 25 Ia 
15 Photograph of Model BE-2.. 153 
16 Photograph of Model BC-3.. 153 
ie Photograph of Model BC-4.. 153 
18 Photograph of Model BC-4.. 153 
1 Photograph of Model BD-2.. lag 
20 Photograph of Model BD-2.. 153 
2A Drawing illustrating pres- 
ence in prior art of the first 
element of Claim 1 of the 
patent in suit ‘‘In combina- 


tion with the body of a vehi- 


cle having oppositely dis- 
posed sgelllsy* Se 


(Sy) Sy TRSY re) INS) ISS) 
So CC roe CY 


ho 
wr 


1035+ 


Ze Drawing illustrating pres- 
ence in prior art of the sec- 
ond element of Claim 1 of 
the patent in suit ‘‘of means 
for sub-dividing said body 
into areas of pre-selected 
size, said means comprising 
a row of detents carried by 
at least one of said walls,’’.. 


ho 
a 


1034 


23 Drawing illustrating  pres- 
ence in prior art of the third 
element of Claim 1 of the 
patent in suit: ‘‘oppositely 
disposed rails carried by 
said walls above said de- 
TOTS ings Geo wie asntienn ak eee 


bo 
wt 


1034 


24 Drawing illustrating pres- 
ense in prior art of the fourth 
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Plaintiff’s For In 
Exhibits Description Identification Evidence 


element of Claim 1 of the 
patent in suit: ‘‘a bar dis- 
posed between and supported 


ay ecdad Gay oo eee ee ee 1034 


ho 

on 
Ne) 
or 


Drawing illustrating pres- 
ence in prior art of the fifth 
element of Claim 1 of the pat- 
ent in suit: “the ends of said 
bar being slidably mounted 
on said rails for movement 
to selected positions with re- 
spect to the longitndinal 


Feneth of saidrails,’’........ 1034 


ho 
qr 


26 Drawing illustrating pres- 
ence in prior art of the szrth 
element of Claim 1 of the pat- 
tent in snit: “said rails being 
being constructed for guid- 
ims such movenient,’’....... 25 1034 


27 Drawing illustrating pres- 
ence in prior art of the 
seventh element of Claim 1 of 
the patent in suit: ‘‘a parti- 
WON MINGICI, Co... sa ens 2 De) 1034 


28 Drawing illustrating  pres- 
ence in prior art of the ezghth 
element of Claim 1 of the pat- 
ent in suit: “a pivotal connec- 
tion hetween said member 
and said bar for suspending 
one from the other and for 
permitting said member to 
turn into positions trans- 
verse and parallel with re- 
spect to said walls at desired 

(SS Se en 0 ge ee 25 1034 
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Plaintiff’s For In 
Exhibits Description Identification Evidence 
ys) Drawing illustrating pres- 


enee in prior art of the ainth 
element of Claim 1 of the pat- 
ent in suit: ‘means slidably 
mounting the said pivotal 
eonnection on the har for 
Jongitudinal travel of said 
connection and _ partition 
niemper Onetihe 01, seer. 25 1034 


30 Drawing illustrating  pres- 
ence in prior art of the tenth 
element of Claim 1 of the pat- 
ent in suit: ‘‘and means ¢o- 
operative with said detents 
earried by said _ partition 
member for maintaining said 
partition member in a_ posi- 
tion transverse with respect 
toresidawillee gece 20 1034 


ol Composite reproduction of 
of patent drawing of Staiger 
No. 2,487,486 (1948) and 
Wells No. 1,646,604 (1927).. 20 1112 


32 Composite reproduction of 
patent drawings of Deady 
No. 1,622,574 (1927) and 
Jones No. 1,803,760 (1931).. 


33 Enlargement of Wells et al 


patent drawings, Patent No. 
Er) Cas meer © re erm a ror, 2 Px) 158 


50 Plaintiff’s First Set of In- 
terrogatories dated October 
20), MUGS es ac as oe a eee 


36 Defendant’s Answers to 
Plaintiff’s _Interrogatories 
dated December 5, 1968..... 25 153 
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Plaintiff's For In 
Exhibits Description Identification Evidence 
oT Plaintiff's Second Set of In- 
terrogatories dated February 
CME. ee, ee. es « 


38 Defendant’s Answers to 
Plaintiff’s Second Set of In- 
terrogatories dated February 
UO en oo Nhs 


39 Defendant’s Answers to 
Plaintiff’s Third Set of In- 
terrogatories dated August 
I WONG seen ne ees 25 i238 


389A Defendant’s Supplemental 
Answers to Plaintiff’s Tlird 
Set of Interrogatories...... 1237 1238 


bho 
Cr 
pA 
pooh 
oo 


40 Composite Reproduction of 
patent drawings of Staiger 
No. 2,437,486 and Potter 


Ree 2202. eaten ete. ZS 1110 
41 BC-3 Parts List—Drawing of 
Preco BC-3 Load Divider... 25 153 


42-A,B, Photographs of load divider 
-C&D made by Preco about 1941 
embodying invention of Wie- 
den Patent No. 2,360,029. ... 25 153 


43-A,B, Photographs of load divider 
-C made by Preco about 1941 
embodying invention of Wie- 

den Patent No. 2,360,029.... ea 183 


44-A  5-page Stress Test of Preco 
Load Divider 5FO812, dated 
May 26, 1941, Report I42.... 20 219 


44-B  5-page Report #RL1 Report 
of L2 Load Divider Installa- 
tion by George E. Solnar.... 2) UA) 
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Plaintiff’s For In 
Exhibits Description Identification Evidence 


45-A, B, Photographs of Preeo Bunker 
-C made in 1946 embodying in- 
vention of Wieden Patent 

ING 2,474,508 We. ee 25 lia 


46-A Letter dated July 2, 1947 
from Preeo Incorporated to 
Aeme Brokerage Gos ....... 23 219 


46-B Letter dated July 26, 1947 
from Aeme Brokerage Com- 
pany to Preeo Ineorporated. . aS 219 


47 Page 41, January 1959— 
Railway Locomotives and 
Cars, Article entitled ‘‘Com- 
partmentizer for Reefers”’.. 


bo 
peby | 


153 


B, Photographs of Preeo Load 
-C,D Divider, (Photographs Nos. 
97-75-4, 97-75-35, 97-75-10, and 
O(efo-12) PRIS Jule loooes 


49-A 3-page Memo dated 2-6-58 
from Pee eciier ase 


49-B Memorandum (4 pages) 
dated April 23, 1958, Subjeet 
—j,0ad Dividers from PIN. 
Beemer “<...2. 4 eee ee 
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we 
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219 

49-C 3-page Engineering Note 
1958-4 “Load Divider—Pre- 
liminary Considerations”’ . 


49-D 3-page Memo dated July 2, 
1958 entitled “Load Divider” 


49-F Letter dated May 29, 1959 
Pacifie Fruit Express Com- 
pany to Preeo Incorporated 
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49-1] 


51-D 
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Description 


3-page Impact Test of PFE 
301210 Equipped with Preco 
Load Divider, dated July 30, 
1959, San Francisco, Calif... 


Letter dated July 31, 1959 
Pacific Fruit Express Com- 
pany to Preco Incorporated 


2-page letter dated July 21, 
1959, with attached photo- 
graphs to Mechanical Depart- 
ment of Santa Fe from Preco 
Mcorpordied ..425 .eccas ess 


Magarian et al Patent No. 
3,063,388, issued Nov. 13, 1962 


Magarian et al Patent No. 
3,208,403, issued September 
4 Sy CMe co eer a) 


Moorhead Patent No. 3,200,- 
773, issued August 17, 1965. . 
Miller Patent No. 3,203,363, 
issued August 31, 1965...... 
Erickson et al Patent No. 


3,209,707 issued October 5 
1965 


? 


ne isl (ay io. (#: fe. wile: iwocke lela) (v) (ele let lel (als) (e! (8) 


Moorhead et al application 
Serial No. 181,283, filed 
March 21, 1962 for Bulkhead 


ocomis et al Patent Ne. 3. 
017,843 issued January 23, 
Gh ee ee er 


Preco Drawing B= 17385C 
dated November 13, 1962 
(Preco Model BC-3) 


© 148 8) iel ele w 
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Plaintiff’s For In 
Exhibits Description Identification Evidence 


54-B Pacifie Frnit Express Co. 
drawing 4R-5650 dated Feb- 
ruary 7, 1962 (Preeo Model 
Oe)!’ sone eee 

5d-A Preeo Drawing B 17349C 
dated December 8, 1962 
(Preco Model BC-4)........ 25 154 


50-B Santa Fe Drawing SK-B- 

10427 dated April 2, 1962 

(Preco Model BCS)......2 25 15@ 
)5-C Santa Fe Drawing SK-D- 

10445, dated April 16, 1962 

(Preco Model 13U-4) 2 2.3... 20 1a 


56-A Preeo Drawing B 17916A 
dated Jannary 10, 1964 (Pre- 
co, Model BDeA ae ee 25 154 


6-B Pacifie Car and Foundry 


Company Drawing dated 
January 28, 1964 (Preco 


bo 
oN 


153 


Model BDEZ "eee... 25 15g 
d7-A QL Photograph 41209-10.... 188 19m 
o7-B QL Photograph 41209-8..... 188 19 
bi-C QL Photograph 41209-7 . 3. 188 19% 
d7-D QL Photograph 41209-6..... 188 19% 
59 File Wrapper—lrickson ct 

al Batent No. 3,200W07...... 950 981 


60 Hirrelkkson sketeligs.........5 1297 1297 
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Description 
Wells Patent No. 2,548,145 
Preeco Drawing B 17670 re 
Bytocdel Wei=2 226. cea. s os 
Preeo Drawing B 17658 re 
Model BMG-2 2. ee es 


Preco Photograph re Model 


BE-2 


ISIE a8 ee eee ee amar gr ere 


Preco Photograph re Model 
2 A ee 


17199 re 


Preco Drawing B 
Model BC-3 


Preco Drawing B 
Model BC-3 


BC-3 
Preco Drawing B 
Model BC-4 


Preco Drawing B 
Model BC-4 


2 er ) 


BC-4 


BC-4 


Preco Drawing B 
Model BD-2 


Preco Drawing B 
Mode] BD-2 
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16 
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Defendant’s For In 
Exhibits Description Identification Evidence 


S Preco Photograph re Model 


BR... ae... ee. ee 16 156 
T Preco Photograph re Model 

1 De rare 16 15g 
¥ Chart showing construction 


of Plaintiff’s equipment il- 
lustrated in Exhibits A-1 to 
A-6 attached to Plaintiff’s 
First Set of Interrogatories 
—=re’ Model’ Blt-25...5.0. 05 16 153 


Z Chart showing construction 
of Plaintiff’s equipment il- 
lustrated in Exhibits Al to 
A6 attached to Plaintiff’s 
First Set of Interrogatories 
—re Model BE-2........... 16 153 


AA Chart showing construction 
of Plaintiff’s equipment. il- 
lustrated in Exhibits B-1 to 
B-4 attached to Plaintiff’s 
First Set of Interrogatories 
—re Model BC-3........... 16 156 


AB Second chart showing con- 
struction of Plaintiff’s equip- 
ment illustrated in Exhibits 
B-1 to B-4 attached to Plain- 
tiff’s First Set of Interroga- 
tories—re Model BC-3...... 16 153 


AC Chart showing construction 
of Plaintiff's equipment il- 
lustrated in Exhibits C-1 to 
C-5 attached to Plaintiff’s 
First Set of Interrogatories 
—re Mode] BC-4............ 16 153 
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AD 


Al-1 
Alt-2 


AF 


AG 


AJ 


AK 


AL 


AM 
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Description 


Second chart showing con- 
struction of Plaintiff’s equip- 
ment illustrated in Exhibits 
C-1 to C-5 attached to Plain- 
tiff’s First Set of Interroga- 
tories—re Mode] BC-4...... 


Charts Showing — construc- 
tion of Plaintiff’s equipment 
illustrated in Exhibits D-1 to 
D5 attached to Plamntiff’s 
First Set of Interrogatories 
remMiod@ BD-2 2.6... ec cs 


Second chart showing con- 
struction of Plaintiff’s equip- 
ment illustrated in Exhibits 
D-1 to D-5 attached to Plain- 
tiff’s First Set of Interroga- 
tories—re Model BD-2...... 


Literature illustrating De- 
fend’s commercial bulkhead 
equipment employing the in- 
vention of the patent in suit 


Detailed DEB Ownership List 
cron Jie o0; I9G7s. ... ..kee. 


Unareo Settlement Agree- 
SEDU OVP 0 MRRoy a era eara ar on or ota 


Judgment in Evans Products 
Company v. Unareo Indus- 
wries, Ine, Civil Action 63 


Judgment in Unareo Indus- 
tries, Ine. v. Evans Products 
Company, Civil Action 62 
C-1659 


For 
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16 


16 


16 


16 


16 


16 
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AN-6 


AOQ-1 to 
AO-3 


AQ 


AR 


AS-1 
AS-2 
AS-3 
AS-4 
AS-5 
AS-6 


AS-7 
AS-8 

2NTE 
AU-L 
AU-2 


AU-3 
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Description 


Photographs of SP 697999— 
Load Divider Installation... 


Photographs of SP 692967— 
DING Installations... 


Selected Answers of Plaintiff 
to Defendant’s Interroga- 
tories and Request for Ad- 
HUSSI1OTLS seer ye eee, 


Stipulation re Defendant's 
Charts DX Y, Z, AA, AB, 
AC, AD, Al-1, AE-2 and AF 


PCF Drawing SK 1-28-64. . 
Preco Drawing B-17916 A.. 
Preco Drawing B-17385 C.. 
PFE Drawing 4R-5650...... 
Sketch dated Dee. 5, 1962.. 


Santa Fe Drawing SK-B- 
0 eee ccs eee a 


NOE ee eee 
Preco Drawing B-17349C... 
Collection of prior patents 
covering bulkheads for rail- 
TOG Gi CA Caem ern eena neater ce 
PCF Car Construetion Draw- 
MIM (os eee eee 
PCF Car Construction Draw- 
tie Sea o ee a. 


PCF Car Construction Draw- 
WG: We cee ee 


For 


In 


Identification Evidence 


16 


16 


16 


16 
16 
16 
16 
16 
16 


16 


16 
16 


667 


668 


Defendant’s 
Exhibits 


AV 
AW 


23a 


Deseription 
BOE Wirawiie O)at-0.....<.. 
Car Builders Cyclopedia. ... 


J.A.B. Sketeh re Wells’ strne- 
Omar eset tr: are eee Oo eas 


Sketch of Preeo bar end con- 
SMC MIOMRES Ae 2), . 4 cess ane 


Infringement Chart of Claim 
1 of Wells et al Patent No. 
DOU Ss ae are 


Infringement Chart of Claim 
2 of Wells ct al Patent No. 
2 aod CS en arr eae eee 


Infringement Chart of Claim 
3 of Wells et al Patent No. 
BAM sets, g Kastan ace ees 


For In 
Identification Evidenee 
HOT 399 
673 673 
S54 854 
902 903 
2-b3 1244 
123 1244 
1243 leas 


